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TRADEMARKS IN INTERNATIONAL TRADE 
AND THEIR SAFEGUARDT* 


By Stephen P. Ladas** 


The economic value that trademarks represent in national 
and international trade in the present day world is well-known. 
They are a growing asset, whilst patents are a diminishing one 
with the passage of years. But this asset is a delicate one and 
requires considerable care if it is not to be fatally impaired and 
finally destroyed. The dangers to which a trademark is exposed 
are many, deriving from the owner’s acts of omission as well as 
commission. Permitting encroachments of the rights in a trade- 
mark by imitations; licensing the use of a trademark without 
control of the use by the Licensee; lowering the standards of the 
products identified by the trademark—are some of the causes 
which may destroy it. 

Most remarkable, however, is the danger of the loss of a 
trademark resulting from the very fact of its success and popu- 
larity. Its meaning as a symbol of a particular source may be 
destroyed through its transformation into a generic term. The 
language passes often from the particular into the general and 
invades the trademark rights, even though the owner is not in- 
different or unwilling to stop this development. 

What are the circumstances which may bring this about 
and what efforts are required by the law on the part of the owner 
to defend his trademark? A review of the law of various countries 
on this subject is interesting and instructive. 


t 10.—FOREIGN LAW. 

* Reprinted with the permission of the author and from “Rivista Di Diritto 
Industriale,” of Milan, issue of June 1959, page 167. Dr. Ladas warns us that this 
paper is merely material which he was collecting for the preparation of a complete 
article. He has been prevailed upon by his friend, Professor Franceschelli, Editor of 
the “Rivista,” to permit the publication of this material because of the importance of 
the data collected. The Trademark Reporter® is reprinting this for the same reason.—Ed. 

** Partner in the firm of Langner, Parry, Card & Langner, New York; member 
of Executive Committee of A.I.P.P.I.; secretary of the International Patent and Trade- 
mark Association; chairman of the International Commission on Industrial Property 
of the International Chamber of Commerce. 
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United States Law 


This paper being principally concerned with foreign law, 
the position in the United States may be briefly indicated. 

The Courts have generally exhibited reluctance to recognize 
that the general public’s use of a trademark as a generic name 
causes the loss of the trademark. The correct doctrine is an- 
nounced in the case of B.V.D. Co. v. Montgomery Ward & Co., 16 
TMR 423 (D.C.N.D. IIl., 1926). In that case, the well-known manu- 
facturer of the trademark s.v.p. for a certain type of underwear 
sued the defendant company who advertised its own make of 
men’s underwear as B.v.D.’s. The defendant raised the defense that 
B.V.D. was no longer a trademark but had become a generic and 
free name. 

This argument, however, was rejected by the Court in the 
following significant manner: 


“The fact that there are many who suppose that B.v.D. is 
the name of a type of underwear is of no importance except 
to show the great value of plaintiff’s trademark and it does 
not authorize another dealer or manufacturer to benefit there- 
from.” 


The mere fact that a mark is included as a word in a dic- 
tionary does not in itself constitute a transition of the word into 
the common language, even if the word in question designates a 
formerly patented article. Here is what a Court said in this con- 
nection (H. A. Metz Laboratories, Inc. v. Blackman et al. (1934), 
275 N.Y.S. 407 at p. 414, 24 TMR 504 at p. 510: 


“But the presence of the word in the dictionary is not at 
all a conclusive index of its generic nature. Trade names for 
popular products, as used by one manufacturer, may become 
so widely known as sometimes to be used as a synonym for 
the generic name itself. Striking examples of this are such 
names aS KODAK and vAsELINE. Both these are defined in the 
dictionary and yet they are trade-marks, the use of which 
by anyone outside the firms which have originated them would 
constitute an infringement. The fact that a large part of the 
public may associate a trade name with the generic name ‘for 
a product is a tribute to the skill with which the firm has 
popularized the name. To put a penalty upon such skill and 
to say that the generalization of the trade name by the public 
as a result of the originator’s publicity must deprive him 
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of his monopoly in the name would, in the absence of special 
circumstances, be the height of injustice.” 


On the other hand, if the Court finds that the universal 
understanding of the term is as a generic name and the owner 
by his own methods of using the mark and advertising it has 
tended to make of the term a generic term descriptive of the 
product rather than its origin, then the Courts will admit that 
the trademark is no longer entitled to protection. This is what 
happened to the mark ceLLopHaANeE as decided in Du Pont Cello- 
phane Co. v. Waxed Products Co. (1936), 85 F. 2d 75, 26 TMR 5138. 
To the same effect is the decision of the Supreme Court in French 
Republic v. Saratoga Vichy Spring Co. (191 U.S. 427), where 
the word vicuy was held to have become a generic word because 
the plaintiff remained silent and inactive for twenty-five years 
while the word was being used descriptively by competitors as 
indicative of the character of a mineral water. 

In the most recent case Marks v. Polaroid Corporation, 45 
TMR 665 (D.C. Mass., 1955), where the mark poLaromw was alleged 
to have become generic, the Court said: 


“On the showing made by the plaintiffs on the question 
of loss of distinctiveness of the trademark, one would have 
to be blind to deny that there has been a widespread generic 
use of the word potaromw. This use has been so widespread 
in fact that it has found its way to the lexicographers, though 
most dictionary definitions quoted also recognize that the word 
is a trademark. It is further evident that the use of ‘polaroid’ 
as a common noun has extended to stereoscopic viewers as 
well as to polarizing material in other applications. 

“As I view the cases, a defendant alleging invalidity of a 
trademark for genericness must show that to the consuming 
publie as a whole the word has lost all its trademark signifi- 
eance. That such is the burden placed upon a defendant in 
cases like this one seems evident from the Courts’ findings 
and dicta in Du Pont Cellophane Co. v. Waxed Products Co., 
85 F. 2d 75, 30 USPQ 332 (26 TMR 513) and Bayer Co. v. 
United Drug Co., 272 F. 505. But I cannot find that the trade- 
mark POLAROID has come to be so publie and in such universal 
use that nobody can be deceived by the use of it. Where the 
possibility of some deception remains real and the need of 
competitors to satisfactorily describe their products is satisfied 
by the availability of several common nouns or adjectives suit- 
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able for that purpose, this Court will protect the interest of 
the owner in his trademark. 

“For these reasons, I conclude that the plaintiffs have 
failed to sustain their defense that the defendant’s trademark 
is invalid for loss of distinctiveness among the trade and 
consuming public.” 


English Law 


A trademark under English law may be lost, if the proprietor 
abandons it or if he uses it himself as the name of the goods 
he deals in and the trade adopts the same course. But when this 
has not been done by action of the proprietor, it cannot be done 
by a few unprosecuted scattered infringements of other traders. 
Otherwise, the position is controlled by the principle established 
in Ford v. Foster 1872 L.R.Ch. In that case, Lord Justice Mellish 
announced the law as follows: 


“There is no doubt, I think, that a word which was origi- 
nally a trade mark to the exclusive use of which a particular 
trader, or his successors in trade, may have been entitled, may 
subsequently become publici juris... I think the test must be 
whether the use of it by other persons is: still caleulated to 
deceive the public, whether it may still have the effect of 
inducing the public to buy goods not made by the original 
owner of the trade mark as if they were his goods. If the 
mark has come to be so public and in such universal use 
that nobody can be deceived by it, and can be induced from 
the use of it to believe that he is buying the goods of the 
the original trader, it appears to me, however hard to some 
extent it may appear on the trader, yet practically, as the 
right to a trade mark is simply a right to prevent the trader 
from being cheated by other persons’ goods being sold as his 
goods through the fraudulent use of his trade mark, the right 
to the trade mark must be gone.” 


This is a leading case in England and has been followed ever 
since. The latest case to follow it is Treasure Cot Co. Ltd. v. 
Hamlews Bros, Ltd. (1950) 67 R.P.C. 89. See further Kerly, Law 
of Trade-Marks and Trade Names, 7th ed., 1951. 


French Law 
The standard treatise on Trademarks (Traité des Marques 
de Fabrique et de la Concurrence Deloyale, 6th edition) of Eugene 
Pouillet discusses this subject on pp. 187ff. 
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“Property in a trademark is lost by an explicit or tacit 
abandonment either when the proprietor makes a clear decla- 
ration of renunciation to his trademark, or when he has let, 
without objection, the public domain get hold of such mark. 
However, we must not readily presume renunciation and ac- 
cept the facts, more or less numerous, of toleration as being 
proof of abandonment. Toleration is not abandonment. Vari- 
ous circumstances may explain it: the small importance of 
infringements, their concealed character, the precarious con- 
dition of the proprietor, political events, and any other reasons 
may suffice to explain inaction.” 


The most eminent specialist in this field of law in France, 
Mr. Fernand-Jacq editor of the “Annales de Propriété Indus- 
trielle”, and Rapporteur General of the International Association 
for the Protection of Industrial Property, whose death last year 
we mourn, in an article published in ‘“‘La Propriété Industrielle” of 
the International Bureau of Berne, 1948, p. 154, gives a full account 
of the French law. 

He points out that in the case of a trademark, as distinguished 
from a patent or a design, it is not really the trademark itself 
that the law protects. It is rather the object of the law to pro- 
tect against deception by the use of a sign characterizing an 
enterprise. When this sign, by its old use, by its consistent em- 
ployment, is identified with a certain enterprise, it must be pro- 
tected if deception is to be avoided. It is not sufficient, then, 
that the interested circles or the public consider that the mark 
is a generic word in order that this may be held to be so. There 
must be a deliberate abandonment by its owner, before the Courts 
will admit that the mark is lost. 


Mr. Fernand-Jacq quotes the following decisions: 


(a) Decision of the Court of Appeals of Nancy of Feb- 
ruary 8, 1933, affirmed by the Supreme Court of France on 
December 9, 1936 on the trademark carBoruNDUM. It was 
held that the toleration, no matter how long, of the owner 
of the mark cannot cause the loss of his right in the trade- 
mark. The use by competitors and the public of such mark 
must be deemed in principle as infringing. 


(b) Decision of the Tribunal of Seine of February 28, 
1935 on the trademark Lincrusta. The Court observed that 
even though the owner went so far as to state that the word 
had acquired the character of a generic word for the public, 





THE TRADEMARK REPORTER Vol. 50 T. M.R. 


this did not entail the fall of the trademark in the public 
domain, since the successive renewals of the registration of 
the mark by its proprietor indicated its intention to maintain 
his rights. 

(c) Decision of the Court of Appeals of Paris of July 11, 
1932 on the mark GaLuaLitrH where the Court refused to be 
impressed by the long toleration of the owner noting that 
to hold that such a mark was lost “would result in the absurd 
result that the marks which succeed too much would risk by 
reason of their success to lose all their value”. 


and many other decisions to the same effect. 


Belgian Law 


The law of Belgium on this subject is very similar to the 
law of France. A trademark cannot become a generic word un- 
less the owner has definitely abandoned it. There must be no 
equivocation about the position. Discontinuance of use by the 
owner, substitution of another mark by him, failure to prosecute 
infringers, are only elements for appreciation to which in them- 
selves the Court will attach little significance. It is only an explicit 
declaration by the owner renouncing or abandoning the mark which 
will really control. 

With respect to patented products and the name adopted to 
designate such products, the law again is the same. The name 
must be really incorporated in the invention so as to have become 
the necessary description of the product in order that it may 
fall into the public domain at the expiration of the patent. If it 
has been registered as a trademark by the inventor during the 
existence of the patent, there must be renunciation and abandon- 
ment for it to become generic when the patent expires. (Thomas 
Braun, Précis des Marques de Fabrique et de Commerce 1946, 
pp. 91, 187). 

In the famous TtHEeRMos case (Thermos 125 Ltd. v. Société 
Fabrique Belge de Bouteilles Isolantes Thermosstar, Court of 
Appeals of Brussels decision dated December 18, 1950), the Court 
said: 


“Tt is true that in the course of years subsequent to the 
first registration, this word has often been used by the public 
as a generic term to designate such bottles, a fact which the 
appellant recognizes ; however, on the one hand, in order to be 
able to judge the validity of the trademark, it is necessary 
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to place oneself at the time of registration, and it is clear 
that at that time the name THERMos did constitute a novel 
expression. On the other hand, the use of a word by the 
public cannot be stopped by the owner of the trademark and 
constitutes rather a proof of the success of its manufacture 
and its trademark; the situation would be different if it were 
proved that the expression is in fact used in the country to 
distinguish a trade in insulating bottles manufactured by an- 
other manufacturer, and that the appellant has tolerated this 
use, either tacitly, but in any case in such a manner that it 
could be understood only as renunciation of the trademark. 
Such proof has neither been made nor offered”. 


Swiss Law 


A very full outline of the law of Switzerland on this subject 
is given by Dr. Bruno von Buren in “La Propriété Industrielle” 
for 1948, at pp. 98-101. 

The author points out that because of the negligence of the 
owner of certain marks, they have fallen in the public domain 
in a number of countries, though not in others. vASELINE remains 
a good trademark in England and the United States, but was 
lost in Germany and Switzerland. LysoL remains a good trademark 
in Germany, Switzerland and the United States, but it was lost in 
Great Britain. 

He then proceeds to outline the principles established by the 
Swiss Courts on the question: under what conditions a trademark 
may degenerate into a generic name of the product. He shows 
that these Courts insist that the transformation be complete and 
that it be in the Swiss territory and in the eyes of the Swiss public. 

It is not sufficient that the grand majority of the people 
consider the mark as a generic name. It must be the general 
opinion, without a single exception. It has been decided by the 
Courts in several instances that the opinion of the large mass 
of consumers is not determinative of the question and that the 
degeneration is not complete unless it has been accepted also by 
the other interested circles. The Tribunals do not admit that the 
public is sovereign, as it is for instance in other fields, such as in 
that of likelihood of confusion between two trademarks. 

He cites many decisions to that effect, for instance, in the 
eases of the marks tysou for a disinfectant, BEL paEsE for cheese, 
KASHA for a cloth. It is immaterial, the Courts have held in these 
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cases, that the retailers have entirely forgotten that these three 
marks designate a certain product with certain characteristics 
or a certain manufacturer. So long as it is not proven, in the 
most absolute manner, that the mark has fallen in the public 
domain in the eyes of all the circles involved, that nowhere in 
the country and in no level of the society, including the industrial 
and commercial circles, is the consciousness of the fact that the 
mark belonged to a certain manufacturer completely dead and 
that the manufacturer tolerates the use by third parties in a 
generic manner and has thus abandoned his exclusive right on 
behalf of the community—so long as these things are not proven, 
the Supreme Court of Switzerland refuses to admit that the mark 
has degenerated into a generic name. 

The Court has also held that the mark does not become a 
generic name when only the professional circles of the particular 
branch of industry or commerce claim that the mark has become 
the name of the product. It has rejected evidence that technical 
or scientific publications designate certain products by the trade- 
marks as their names without referring to the fact that these are 
trademarks. 

In the case of the trademark BEL PAESE, it was even shown 
that it was included in the Official Swiss Customs Tariff as the 
designation of a kind or class of cheese. 

Lastly, the Swiss Supreme Court has refused to admit the 
loss of a trademark even when it is considered as the sole name 
of a product, for instance, in the case of a patented product for 
which no descriptive name was used, and when the patent expires 
there is no name by which such product may be designated. In 
the case of BEL PAESE, the defendant claimed that there was no 
other name that this kind of cheese could be designated with, 
but the Supreme Court replied as follows: 


“Tt is true that there is no current technical name for the 
kind of cheese in question. Nevertheless, the competition is 
in no way authorized for this reason to employ the trademark 
of the plaintiff. It is evident that the fanciful name BEL PAESE 
is not the sole possible designation of the cheese. The lan- 
guage disposes of an almost unlimited number of other names 
equally invented or related to the qualities of the product. It 
is up to the interested manufacturers and traders to adopt 
a name which does not infringe the acquired rights of the 
plaintiff”. 





Vol. 50 T. M. R. TRADEMARKS IN INTERNATIONAL TRADE 
The only cases in which the Swiss Courts have found that 
a mark had become a generic name are cases in which the marks 
had fallen in the public domain for a very long time or were 
marks which from the beginning were weak or non-registrable. 


German Law 
The legal doctrine in Germany has been set definitely by the 
decision of the Supreme Court (Reichsgericht) in the famous 
LYSOL case decided on July 5, 1927 (RG 117/408). Here is what 
the Court said: 


“Even though, in principle, there exists the possibility 
that a registered trademark may lose its significance as a 
designation of source and become a name common to the 
trade, such a transformation is wholly exceptional and re- 
quires very special circumstances. 

“The views of the consumers of the product covered by 
the trademark are not decisive on the question of such trans- 
formation. If that were not so, then many of the most valuable 
trademarks would become common property, for in any case 
when certain goods are continually marketed under a reg- 
istered trademark, such trademark especially when the goods 
in question have been well received, would soon take on the 
character of a descriptive term in the minds of some part 
of the public who will consider it a generic name. If the view 
of that particular circle were to be taken as decisive of the 
transformation of the trademark to a name common to the 
trade, it is just the most valuable trademarks that would lose 
their protection. 

“For the danger that the trademark owner might no 
longer be able to market his goods as the sole merchandise 
to which the now famous trademark was being applied would 
increase in proportion to the amount of effort he has spent 
in their production and marketing. That would be an absurd 
result, not only from the point of view of trademark law, 
but also from that of general economics. 

“The assertion that a registered trademark has become 
a name common to the trade or that the danger of such a 
transformation exists cannot be accepted without careful in- 
vestigation. Consequently, the fact of such a transformation 
eannot be granted so long as any one circle im the trade, 
though it consist of no more than a few persons engaged in 
the sale of the goods in question or in the production or sale 
of the same or similar goods continues to regard the word as 
a designation of definite source”. 
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The same doctrine was upheld by the German Reichsgericht 
in the sAccHARIN case in 1923 (RG 108/8) where the Court said: 


“An evolution of a trademark into a publici juris name 
can occur only if indisputable evidence of the transformation 
of the meaning of the mark in the trade is proved... The plea 
of evolution of a trademark to a name publici juris is there- 
fore to be treated with the greatest caution and in no case 
to be favored... Whether the consumers generally are aware 
that the plaintiff has a trademark and a virtual monopoly in 
the manufacture of sweetstuffs is unimportant. There can be 
no evolution into a name publici juris as long as an interested 
business circle, be it solely made up of persons who are con- 
nected with the production and marketing of the goods in 
question, regards the word as referring to a particular busi- 
ness”. 


Austrian Law 


The Austrian law is a little less liberal than the German 
Jaw. A registered trademark may become generic subsequent to 
the registration. The Vienna Court of Appeals in a decision on 
April 12, 1933 defined the test of the continuation of a trademark 


‘“‘so long as it is still considered as such by a not merely negligible 
number of persons in the trade”. And the Austrian Supreme Court 
said, in a decision dated December 18, 1934, that ‘“‘the metamor- 
phosis of a trademark to a generic indication must be considered 
complete when a very negligible number of people in the trade 
circles involved only see in the mark an indication of origin”. 

Thus, the important thing is what the trade thinks rather 
than the general or consuming public. 


Italian Law 


The Italian law on the subject of transformation of a trade- 
mark into a generic term appears to be similar to the French law. 

This is indicated by the decision of the Supreme Court of 
Italy of May 15/June 6, 1935 in the case of La Farmaceutica Italo- 
Svizzera v. I. G. Farben-industrie. In this case, the defendant 
had adopted the term “Aspirina Nazionale” for a product similar 
to that bearing the trademark aspirin of the German Company. 
It claimed that the word had fallen in the public domain and that 
the adjective “Nazionale” (National) eliminated any possibility 
of confusion with the German Company’s product. The lower 
Court and the Court of Appeals dismissed this contention and 
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found for the German Company. The Supreme Court held that 
the fact that an invented word, registered as a trademark, has 
become of common use to designate products of a certain kind 
is not, in itself, sufficient to dispossess the owner of his exclusive 
right. Such a result, the Supreme Court said, would be contrary 
to equity as it is evident that the popularity of the name is due 
to the commercial ability, the advertising expense and the good 
quality of the registrant’s product. There are cases, the Court 
added, where the explicit or implied toleration of the proprietor 
of the trademark may destroy his rights. But such is not the 
present case since the German owner has taken steps to suppress 
all infringements. 

This doctrine was confirmed recently by the Court of Milan 
in its decision of March 5, 1953 in the case of William Pearson Ltd. 
v. Nifra. The facts of the case are not reported in the decision 
as published in “Rivista della Proprieta Intellettuale e Industriale” 
for October-December 1952 at p. 419, but the holding of the case 
is sufficiently clear. It reads as follows: 


“As long as a trademark is used only by one manufac- 


turer (the owner thereof) the mark cannot be held a generic 
denomination of the product and there cannot be loss of trade- 
mark rights because of generalization of the use of the mark. 
It is irrelevant that the great popularization of the product 
has caused the mark to become for the public the common name 
of the product; this obtains even when there is no other 
common name besides the mark by which the public may 
identify the product, as in the case of the word NyLon. 

“Tn such instances it may be said that the word mark has 
become commonly used but not that it has become the generic 
denomination of a product, as it remains on the contrary a 
specific denomination of a given product manufactured only 
by the owner of the mark. As long as the latter is active in 
defending his trademark, it will be possible for competitors 
to use the same mark for their goods only occasionally; in 
such a situation, the public may hardly become used to employ 
the mark to indicate the products of the competitors. 

“Barring exceptional cases, a trademark cannot therefore 
be held to have become a generic denomination of a product 
unless it is further proved that it has been used for their 
products also by competitors of the owner of the mark. 

“The provision of law by which trademark rights are lost 
when the mark has become a generic denomination of a 
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product must be given a restrictive construction; actual gen- 
eralization of the use of the mark must be proved very clearly, 
particularly whenever there is nothing to show intention of 
abandoning the mark. Should loss of trademark rights be 
held in doubtful cases, the public might be easily misled, as 
it might happen that the majority of the buyers would con- 
tinue employing the mark for indicating only the product 
of the owner of the same, while part of the public would use 
the same mark indiscriminately as a generic denomination of 
similar products whatever their origin”. 


The case Codazzi & Nesozzi v. Verga decided November 5, 
1954 by the Court of Appeals of Milan involved the word spumMA 
for a carbonated beverage. The Court held a word of the common 
language used outside its normal meaning may be a valid trade- 
mark, and such was the case of spuma. However, the Court added: 


“An originally valid trademark may fall into the public 
domain if the word has gradually become the indication of 
a genus of products having specific characteristics... To be- 
come generic, a denomination registered as a trademark shall 
have ceased to fulfill its specific indicative function with ref- 
erence to the product for which it has been adopted, to become 
indicative of the whole genus to which the product pertains. 

“In the present case... it is shown that there are nu- 
merous carbonated beverages under the denomination sPUMA 
often accompanied by the name of the manufacturer and the 
name of the locality of production. They all have certain 
common characteristics... In the vast category of carbonated 
beverages, it is possible to individualize a more limited genus 
to which the name spuMa applies. 

“The word spuma in the language of producers and re- 
tailers is a common name for an entire category of beverages 
of which there are many varieties that however have in 
common certain fundamental characteristics. As a conse- 
quence, it appears that a word originally adopted in a fanciful 
sense to distinguish a specific product made by the plaintiff 
has become indicative of a type of beverage with reference 
to all varieties thereof. In this situation, trademark rights 
have to be considered lost... If the distinctive power of the 
mark has become lost because of its expansive force of gen- 
eralization, the death of the exclusive right is to be recog- 
nized”. 
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Although the report of the case does not give all of the facts, 


it appears clearly that numerous manufacturers used sPUMA in 


conjunction with their name or their location, and apparently the 
owner of the registration for spuma did not object to this. 


Dutch Law 
The position in the Netherlands is indicated by the distin- 
guished expert in this field, Professor G.H.C. Bodenhausen, as 
follows: 


“The situation in the Netherlands with respect to the 
problem of a trademark becoming a generic word is somewhat 
peculiar. Quite a series of decisions of our Supreme Court, 
the last one of 1943, have held that a trademark, if valid 
at the time of its first use in the Netherlands (which use 
an be presumed by registration) cannot lose its validity and 
become a generic word because our Trademark Law does 
not recognize this as a possible end of the right in a trade- 
mark. Of course, this cannot prevent the public from using 
the same word as a generic word, but then one has to distin- 
guish as between the use of a word as a generic word (name 
of a product) which is free and the use of the same word to 
indicate the origin of the product which is an infringement. 
The classic example is aspirin, which is used by the public 
as a generic word, but which still cannot be used as a trade- 
mark without infringing the rights of the registered proprietor 
of ASPIRIN. 

“However, this doctrine of the Supreme Court has been 
attacked by several writers who maintain that the Court should 
adopt the views prevailing, for instance, in Switzerland and 
Germany; that is, that a trademark can become a generic word 
in the (very rare) cases where the original meaning has 
completely been transformed”. 


Spanish Law 
Juristic theory in Spain is that a trademark which was not 
a generic mark at the time of registration and therefore was 
validly registered can never lose its validity and become a generic 
word. The decisions of the Supreme Court in the Gomenol case 
of October 8, 1940 and in the DDT case of June 8, 1953 are based 
on this theory. 
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Danish Law 


The Danish Trademark Act contains a special provision in 
Article 11 as revised in 1936. This reads: 


“Tf anyone without protest tolerates that any third party 
is using his registered trademark in such a manner that it 
now is deemed to have become a generally used designation 
of goods of a certain kind, he shall lose his sole right to the 
use of the registered trademark”. 


This appears to be a codification of a principle followed by 
the Court prior to 1936, and on the basis of which certain marks 
were declared to have become generic: “Carborundum” (1917), 
“Gramophone” (1923). After 1936 the Courts declared generic 
“Nylon” (1942). It will be noted, however, that under Article 11 
it is necessary to show that there has been toleration by the 
registered proprietor and that the use by others so tolerated was 
such as to have made the registered mark a generic word. The 
Danish Courts refused to admit that such a showing had been made 
with respect to FRIGIDAIRE (1935) and CHRYSTALLOSETTER (1942). 


The fact that the word is listed in dictionaries without in- 
dicating its trademark character is not deemed decisive, as held 
in the RAWLPLUG case by the Maritime & Commercial Court in 
1942. Both the use of the word by the general public and the use 
by the trade will be taken into account, but the first-element may 
be more decisive than the latter. 


My report on Denmark is based mainly on information of 
barrister, Mr. K. Holm-Nielsen. 


Swedish Law 


In an article published by Dr. Claés Uggla, Legal Adviser 
of the Swedish Patent Office, under the title ‘Degeneration of 
Trademarks” in NIR, 1955, it is stated at pp. 24, 31: 


‘‘A very important question is when does the degeneration 
of a trademark into a generic term occur. Concerning this, 
legal writers are remarkably in agreement and the prevailing 
opinion is that such degeneration is not deemed to take place 
—and consequently the trademark rights not deemed to have 
been lost until it is beyond any doubt that the word in question 
has changed into a descriptive word. Consequently, he who 
asserts this must produce very strong evidence—yes an alto- 
gether overwhelming evidence. I am of the same opinion. 
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There is no doubt that this is what the legal position should 
be. But the Swedish Courts have possibly now and then been 
a little vague on this point and considering the question de 
lege ferenda there appears to be good reason for strengthening 
the demand as to what should be deemed sufficient proof”. 


Peruvian Law 


A decision of the Patent Office rendered September 7, 1955 
in the ASPIRINA case is an authority in this country for the propo- 
sition that a registered trademark does not become a generic word. 
This was the case of an application by Farbenfabriken Bayer of 
Germany for registration of the trademark asprrina which was 
originally registered in Peru in 1924 and renewed in 1934. The 
owners could not apply for a further renewal prior to October 4, 
1944, because of World War IJ. The Peruvian Government, by 
a Supreme Resolution of August 14, 1950, provided that the regis- 
tration of trademarks belonging to German nationals is not deemed 
to have lapsed and remained in the custody of the State and 
such marks could be re-registered. Opposition to the new appli- 
cation was filed by a local Peruvian firm on the ground that the 
word was generic and was freely used by many foreign manu- 
facturers. It also added that Webster’s International Dictionary 
of 1944 included aspirin as a common word. Similar opposition 
was filed by the Commercial Secretary of the British Embassy 
claiming that the word was not registrable as an expression in 
general use. 

The decision of the Patent Office pointed out: that the mark 
was created by the German manufacturer; has been registered 
in Peru since 1924; and had been intensively advertised by its 
owners during the entire time it was on the Register; that the 
inclusion of the word in Webster’s International Dictionary did 
not necessarily mean that the word had ceased to be a good trade- 
mark in Peru; and then added: 


“Whereas it is not possible to ignore the fact that the 
tremendous distribution of the trademark asprrina has been 
brought about exclusively by the monetary efforts of its 
creators and in consequence the renown of such trademark 
constitutes a patrimonial value which cannot be underesti- 
mated by the fact that popularity of a trademark has been 
obtained by means of such tremendous sacrifices. In the same 
case there are to be found other trademarks which have also 
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secured universal renown and which, nevertheless, have not 
stopped being trademarks legally covered by registration; 

‘‘Whereas the legal provision invoked by the Commercial 
Secretariat of the British Embassy is not applicable to this 
ease because, as it has been shown, Asprrina is not a common 
term in general use but a true trademark invented by the 
manufacturers of the well-known product which is identified 
thereby and the wide distribution of which, originated by the 
exclusive economic efforts of its owners, could in no way 
motivate lapse as long as such owners keep their rights im 
force by means of successive registrations; 

“Whereas, under the circumstances, to deny the new regis- 
tration which is applied for would be the equivalent of ig- 
noring the guarantees which the law grants to the owner of 
a registered trademark and the right which the latter has, in 
accordance with doctrine and law, to maintain in foree the 
prerogatives which the law recognizes in his favor as the 
owner.” 
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RECENT CANADIAN DECISIONS*t 
By Harold G. Fox, Q.C.* 


In the time that has elapsed sinee my last contribution to 
The Trademark Reporter®, the Canadian law of trademarks 
has continued a somewhat pedestrian existence with no develop- 
ments that might be termed exciting and little that could be re- 
garded as very interesting. Perhaps the most substantial contribu- 
tion has been the steady flow of decisions by the Registrar of 
Trade Marks, who continues to demonstrate his sound common- 
sense as to what does or does not constitute a confusing trade- 
mark. These decisions are summarized in the accompanying tables: 


o7 


(For tables, see pages 27 to 30.) 


While most of the Registrar’s decisions in opposition proceed- 
ings bore on the question of whether or not marks were confusing 
within the meaning of the statute, some of them concerned other 
points which will be of interest to the readers of this journal. Thus, 
in American Optical Company v. Kono Manufacturing Co. Inc.,’ 
an application for registration was refused on the ground that 
the evidence adduced by the opponent showed that the applicant’s 
trademark had never been used or made known in Canada. A 
somewhat similar situation arose in reverse in Sydney Hermant 
v. Sunmaster Aluminum Awning Company, in which application 
was made to register the trademark sUNMASTER for use in asso- 
ciation with metal awnings. This was opposed by the owner of the 
trademark sUN-MASTER registered for use in association with 
shades for automobiles. The evidence showed that the opponent’s 
mark, although registered, had not been used in Canada and that 
there were no special circumstances explaining such absence of use. 
Upon this showing the Registrar expunged the opponent’s mark. 


An opposition was similarly rejected in Chicago Pharmacal Com- 
pany v. Intra Medical Products Ltd. In that case the evidence 
showed that the opponent’s mark had only been used in the United 
States and had not become well-known in Canada. The opposition 
was accordingly rejected. 





10.—FOREIGN LAW. 

Member of the Toronto, Ontario Bar; Associate Member U.S.T.A. 
See 48 TMR 917. 

(1958), 18 Fox Pat.C.94. 

(1959), 18 Fox Pat.C.184. (See 49 TMR 1095. ) 

(1959), 18 Fox Pat.C.182. 
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The effect of Section 14 of the Trade Marks Act, which pro- 
vides for registration of trademarks otherwise unregistrable 
provided they are registered in the country of origin, was consid- 
ered in Dupont Co. of Canada (1956) Ltd. v. Plax Corporation.® 
In that case an application for registration of the word LayFLaT 
for use in association with thin wall tubing of plastic material, 
was opposed on the grounds of its descriptiveness. The applica- 
tion was based on a similar registration in the United States. The 
Registrar held that the applicant, who had furnished satisfactory 
evidence under Section 30(2) of the Trade Marks Act, was entitled 
to the benefit of Section 14 of the Act and accordingly to registra- 
tion of the mark. 

That a disclaimer will not always overcome difficulties is shown 
by the decision of the Registrar in N.V. Styselfabrik “De Bijen- 
korf,’ v/h Honig v. Van Rooyen et al. There an application for 
registration of a trademark comprising a device including the 
word HoniG, the word itself being disclaimed, was opposed by the 
applicant for registration of the word Honic associated with a 
different device, the wares in each case being of a related class. 
The Registrar held that the word Honic was the dominant word 
feature of each trademark and, although the applicant had en- 
tered a disclaimer to the exclusive use of the word. HoNnIG apart 
from the trademark, this disclaimer did not obviate the possibility 
of confusion. 

An interesting and somewhat romantic decision appears in 
that of the Registrar in the case of LeRouet Limitée v. Le Roi 
Hosiery Co. Inc.’ Application for registration of the trademark 
LE ROI for use in association with those for infants and children 
was opposed by the user of the trademark Le rovet used in asso- 
ciation with woollen blankets, scarves, socks, shawls, hosiery, 
linens, babies’ wear ete. The opposition was based on four grounds: 
(1) that registration of the mark is prohibited under Section 9 of 
the Trade Marks Act as leading to the belief that the wares in 
association with which it is used have received or are produced 
under royal patronage; (2) that its registration is prohibited under 
Section 9 as containing matter that may falsely suggest a con- 
nection with a living individual, namely, the King of Canada, as 
and when Prince Charles comes to the throne; (3) that it is con- 
fusing with the trademark LE ror previously used by the opponent; 


5. (1958), 18 Fox Pat.C.110. 
6. (1958), 18 Fox Pat.C.32. 
7. (1959), 18 Fox Pat.C.195. 
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and (4) that it is clearly descriptive as a mere laudatory epithet. 
None of these arguments appealed to the Registrar. It is easily 
seen how the Registrar would reject the first three bases of objec- 
tion. To suggest that the use of the word LE rot would indicate 
that the goods associated with it were made under royal patronage 
is indeed straining the meaning of the words as was the contention 
that they have direct reference to the Prince of Wales who will 
be sovereign only im futuro. The fourth ground does, however, 
seem to have some merit in it, although it did not impress the 
Registrar. 

The Registrar arrived at the same decision with regard to the 
word PEANOLA which he held to be neither clearly descriptive nor 
deceptively misdescriptive when used in association with vegetable 
oil shortening, peanut butter, ete.* On the other hand, he held that 
the words Lorp and LaDy were common to the trade in watches ;° 
that the word pepic was common to the trade in mattresses ;*° and 
that the word MELLow and its various equivalents and abbrevia- 
tions were common to many trademarks used in the food industry. 

It will be recalled that, in determining whether trademarks 
are confusing, one of the relevant circumstances which the Reg- 
istrar is required to take into consideration by the terms of Sec- 
tion 6 of the Trade Marks Act is “the nature of the trade.” That 
this is an important consideration was emphasized by Bennett J. 
in George Angus & Co. Ltd’s Application,” where he said: 


“But until you know how the trade is carried on, you are not 
really in a position to form any judgment upon the question 
of fact as to whether there is likely to be any confusion in the 
trade.” 


This principle was followed by the Registrar in two cases. In the 
first one’® an application for the registration of the trademark 
DIURIL, for use in association with a medical compound for use as 
a diuretic and as an agent in the treatment of hypertension, was 
opposed by the owner of the trademark p1areEL, registered for 
use in association with a preparation for the relief of diarrhea. 
The Registrar held that, although the marks resembled each other 
in sound and appearance, each suggested the purpose of the wares 


8. Planters Nut § Chocolate Ltd. v. Famous Foods Ltd. (1959), 19 Fox Pat.C.125. 

9. Elgin National Watch Company v. Levy Brothers Company (1959), 19 Fox 
Pat.C.107, 109. 

10. Sealy Sleep Products Ltd. v. Simpson-Sears Ltd. (1959), 19 Fox Pat.C.46. 

11. (1943), 60 R.P.C. 29 at 35. 

12. Henry K. Wampole & Co. Ltd. v. Merck & Co. Ltd. (1958), 18 Fox Pat.C.70. 
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and, because of the difference in the idea conveyed and the tend- 
ency to recognize this type of trademark in the pharmaceutical 
trade, there would be no confusion. This ability of the pharmaceu- 
tical trade to buy with discrimination and to recognize even small 
differences between trademarks and a precise recognition of the 
nature of the drugs, was exemplified by the decision of the Acting 
Registrar’ in the second of these cases, in which an application 
for registration of the word rrHacipg, for use in association with 
a pharmaceutical and medical preparation, was opposed by the 
owner of two trademarks: (1) EerHicon registered for use in asso- 
ciation with surgical ligatures and other surgical wares, and (2), 
ETHI-PAK registered for use in association with dispensing units for 
suture and ligature materials. The Acting Registrar held that the 
marks were not confusing because the wares were not similar and 
were dealt in by professional people accustomed to distinguish 
marks by relatively small differences. 

The principle that a mark used on wares may be confusing with 
a mark used in association with services, and vice versa, is demon- 
strated in the case of Burroughs Wellcome and Co. (Canada) Ltd. 
v. Canadian Broadcasting Corporation.* In that case an applica- 
tion for registration of the word TaBLom, for use in association with 
services by means of radio and television programs, was opposed 
by the owner of the trademark tTasLomw, registered for use in as- 
sociation with medicinal, nutritive and confection preparations. 
The Registrar found that the services in question were services 
used extensively throughout Canada to advertise wares dealt in 
by all classes of business firms, including medicinal preparations. 
He held that the opponent, having made very extensive use of its 
trademark TABLOID On medicinal preparations throughout Canada, 
the use of the same trademark on a television program advertising 
medicinal preparations would undoubtedly cause confusion with 
the opponent’s trademark. 

In S.A. Schonbrunn & Co. Inc. v. Mario Importing and Distrib- 
uting Ltd.” the Registrar applied the well-known principle that, al- 
though he is required by statute to have regard to all the surround- 
ing circumstances, similarity of the respective get-up of the wares 
in the market is not a relevant circumstance. This decision follows 
that of Hack’s Application*® where Morton J. observed: 





13. Ethicon Inc. v. Pierre Boivin (1958), 18 Fox Pat.C.112. (See 49 TMR 409.) 
14. (1959), 19 Fox Pat.C.78. 

15. (1959), 19 Fox Pat.C.91. 

16. (1941), 58 R.P.C. 91 at 103. 
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“The effect on the public of the use of any particular get-up 
or mode of presentation of the product is not the question 
which has to be determined by the Court upon the application. 
The true test is whether the use of the mark by itself, in any 
manner which can be regarded as a fair use of it, will be 
calculated to deceive or cause confusion.” 


A further point of interest appears in the Schonbrunn ease in 
view of the Registrar’s decision relating to a fraudulent represen- 
tation in a mark. He held that the fact that the applicant falsely 
used on its containers the notation “Registered Trade Mark,” while 
it may disentitle an applicant to registration according to British 
decisions, does not afford a ground for rejection under the Cana- 
dian Statute. It is probable that the learned Registrar, in arriving 
at this decision, did so on the basis that the Trade Marks Act 
contains no reference to the subject. One should not, however, 
overlook the effect of the maxim Ex turpi causa non oritur actio. 

The importance of colour in an application for registration is 
exemplified in the decision in Philip Morris Inc. v. Rothman’s Ltd." 
There, application for registration as a trademark of a design 
for a cigarette package was opposed by the registered owner of a 
design mark for the same wares. The opponent’s registered trade- 
mark claimed its specified colours as a feature, whereas the ap- 
plicant’s application made no reference to colour. The Registrar 
held that the matter of confusion must be determined upon the 
assumption that the applicant’s mark may include the same colour 
combinations as those set forth in the opponent’s registration. 
If the applicant’s mark were used with those colour combinations 
there would, in the Registrar’s opinion, be confusion and registra- 
tion was consequently refused. 

The precise nature of a certification mark and the conditions 
of its registration are exemplified in Corn Products Refinery Co. 
v. Chocolate Products Ltd.* The applicants applied for registra- 
tion of the certification mark Kayo. The Registrar, however, held 
that the applicant, being engaged in the manufacture and sale of 
wares such as those in association with which the certification 
mark was used, was not entitled to registration. 

In the field of litigation two interesting trade name cases eall 
for reference. The first of these, Shops-on-Wheels Inc. v. Industrial 
Plumbing and Heating Co. Ltd. was a decision of the Quebee 





17. (1959), 19 Fox Pat.C.44. 
18. (1959), 19 Fox Pat.C.112. 
19. (1958), 18 Fox Pat.C.46. 
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Superior Court. In that case the plaintiff advertised his plumbing 
business under the name sHOps-oN-wHEELS. The defendant later 
commenced to use, in association with a similar business, the words 
ATELIERS MOBILE in French and sHoPs-ON-WHEELS in English. The 
plaintiff moved for an interlocutory injunction, alleging that the 
words in question had acquired a secondary meaning. Deslauriers 
J. held that the evidence did not support the contention that the 
words had acquired a secondary meaning. The words were in 
general use in several cities in the United States and Canada and 
were descriptive of the business carried on. An interlocutory 
injunction was therefore refused, not only on that ground, but 
on the ground that the defendant was in a position to pay any 
damages that might be awarded and, if an interlocutory injunction 
were granted, the defendant would be interfered with in the free 
operation of its business and prejudice would be caused to other 
persons. The court decided in favour of the general freedom of 
trade and commerce rather than in favour of exhorbitant and 
uncertain privileges in favour of a single individual. The learned 
Judge also pointed out that, merely because the plaintiff had in- 
corporated his company under the name which it bore, this did 
not give it any particular rights, because the granting of a cor- 
porate name does not amount to the registration of the name as a 
trademark. This view is in harmony with the principle accepted 
at common law. The provisions of the Companies Acts, both 
Dominion and Provincial, prohibiting the incorporation of com- 
panies with similar names, would seem to be supplementary of 
the common law. The view is often held that, so long as a charter 
is obtained under a certain name, a corporation is unassailable 
so far as concerns its right to use that name. Such a view is an 
obvious fallacy. If a corporate name is adopted that is likely to 
cause confusion with another and older established company, the 
use of that name will be enjoined, even though adopted innocently 
and even though the proper authority has issued a charter of 
incorporation. The inadvertence of a departmental officer in issu- 
ing such a charter is no ground for perpetuating deception of the 
publie. 

The second trade name case that calls for mention was a deci- 
sion of the Exchequer Court of Canada in Dominion Motors Ltd. 
v. Gillman et al.?° In that case the plaintiff had for several years 
carried on the business of buying and selling new and used auto- 


20. (1959), 19 Fox Pat.C.24. 
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mobiles and trucks and parts, and of repairing automobiles and 
trucks, under the name “Dominion Motors Ltd.” The defendants 
later commenced to do business in the same district under the 
names “Dominion Auto Wrecking” and “Dominion Auto Parts and 
Supplies,” the business carried on being similar to that of the plain- 
tiff. The evidence showed that the plaintiff had spent large sums 
in advertising and by reason of that fact and the extent of its 
business, had become well and favourably known throughout the 
district in which it did business. It was admitted that in that area 
the name “Dominion Motors Ltd.” had come to reflect the superior 
quality of the products and services which the plaintiff sold and 
performed and that valuable good will was attached to the plain- 
tiff’s name. Thurlow J. held that the essential distinguishing 
feature of the plaintiff’s name was the word pomrnion, which as 
used in that name, was of no descriptive significance. In using 
the names which they did in carrying on their business, the defen- 
dants had directed attention to their business in such a way as to 
be likely to cause confusion between their business and that of the 
plaintiff. While this judgment may at first sight appear to go too 
far in monopolising such a broadly geographical word as DoMINION, 
particularly when it is combined with words descriptive of the type 
of business being carried on, on examination it will be seen to 
harmonize with many of the earlier cases. Thus, for example, in 
Cira et al. v. Karmanoff” it was held that the word capri had only 
a fanciful and not a geographical significance when applied to a 
restaurant in Toronto. So also in Cohen v. Kraus” the plaintiff 
was held entitled to the sole use of the trade name “Winnipeg 
Window Cleaning Company.” Reference may also usefully be 
made to the English case of Heels v. Stafford Heels Ltd.,** where 
the plaintiffs, who were known as “Heels of Stafford,” were suc- 
cessful in enjoining the defendant company from trading under 
the name “Stafford Heels Ltd.” 

The decision in Siscoe Vermiculite Mines Ltd. v. Munn & 
Steele Inc.** is of considerable interest. This was an application to 
expunge the registration of the trademark micarim on the ground 
that it had not been used before registration. Thurlow J., in the 
Exchequer Court of Canada, held that the mere sending to one 
company in Canada and the bringing to it or to its subsidiary 


21. (1955), 15 Fox Pat.C.90. 
(1922), 1 W.W.R. 703. 
(1927), 44 R.P.C. 299. 
(1958), 18 Fox Pat.C. 160. (See 49 TMR 726.) 
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of samples of the respondent’s product was neither a distribution 
of wares as contemplated by the Unfair Competition Act, which 
was in force at the time of the registration, nor was it sufficient 
to establish that, by reason thereof, the mark had been made known 
in Canada. What was contemplated by the statute was such dis- 
tribution of the wares bearing the mark, and in such quantities, 
as would serve to make the mark known by persons engaged in 
trading in such wares in Canada for their customers. Thurlow J. 
held that there was no sale of the product in association with the 
trademark in Canada in the ordinary course of trade and accord- 
ingly there was no use of the trademark prior to registration. 
On this ground the tradeiiark was expunged from the register. 
This is a most important decision, for it will be seen that it has a 
direct bearing on what constitutes use and making known under 
the Trade Marks Act. It will now be apparent that mere token 
sales or token distribution will not be accepted as qualifying either 
for use or making known in Canada. 

A further point of interest occurred in the Srscoe Vermiculite 
Mines case. Expungement was also asked for on the ground that 
the use of the trademark had been licensed and that therefore the 
registration and the trademark itself were invalid as no longer 
constituting a trademark under the statute. Thurlow J. held that, 
although the existence of the license had been proved, there was 
no evidence to show where or to whom the products in association 
with which the mark was used by the licensee were sold, nor the 
extent of the use so made of the mark. In that situation, said the 
learned Judge, he would be unable to conclude on the evidence that 
the mark had ceased to satisfy the requirements of the definition 
of a trademark provided in the statute. 


An interesting point of practice in connection with opposition 
appeared in the judgment of Fournier J. in Berback Quilting Ltd. 
v. The Registrar of Trade Marks.* Shortly stated, the principle 
of that decision is that an extension of time for filing notice of 
opposition granted to one person does not operate to extend the 
time during which another person may file notice of opposition. 


Some points of practice in the Exchequer Court appear in two 
judgments. In the first of these,** Thurlow J. held that a denial 
of “each and every allegation made by the plaintiff in his state- 
ment of claim” is not a general denial and forms a proper plea. 








25. (1958), 18 Fox Pat.C.38. 
26. Wonder Bakeries Ltd. v. Furman et al. (1958), 18 Fox Pat.C.6. 
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In the same case the defendant pleaded a denial that the plaintiff 
was the owner of the trademark referred to in the Statement of 
Claim. Of this plea particulars were demanded, but Thurlow J. 
held that the onus of establishing title is on the plaintiff and there 
is no onus on the defendants to allege or prove title in themselves 
or any other person and they ought not to be required to give 
particulars. He did, however, hold that particulars of the grounds 
upon which it was alleged that the plaintiff’s trademark was 
invalid in that it was not distinetive, might properly be ordered. 
He held, however, that the proper time for ordering such particu- 
lars was after examination for discovery had been held. 

In Building Products Ltd. v. B.P. Canada Ltd.*" Cameron J., 
in the course of a trial in the Exchequer Court of Canada, held that 
the best evidence rule was applicable to all documents tendered 
in that Court. In that case a report of the evidence prepared by 
the Director of Investigation and Research, for submission to the 
Restrictive Practices Commission, contained copies of letters in 
which the letters “B.P.,” which was the trademark involved in 
the action, were used, the purpose of tendering the documents 
being to establish that in the trade the plaintiff company was 
sometimes referred to as “B.P.” Cameron J. held that the docu- 
ments were inadmissible. If the plaintiff desired to prove that the 
letters were in fact written and what the authors thereof intended 
by the use of the letters “B.P.,” it must do so through witnesses 
who ean testify and be subjected to cross-examination. 

The matter of income tax is one that is always with us and is 
one of those things that, according to the old adage, are ines- 
sapable. Questions relating to income tax, however, seldom arise 
in connection with trademark matters, except possibly so far as 
concerns the expenses of litigation. In a recent case, however, 
arose the question of whether damages recovered by a successful 
plaintiff constitute capital or income. In Donald Hart Ltd. v. The 
Minister of National Revenue the appellant was the successful 
plaintiff in the earlier action of Donald Hart Ltd. v. Kilroy and 
Frank Kilroy Ltd.’ In that action it obtained a judgment award- 
ing it damages of $20,000. After deducting expenses of the litiga- 
tion it claimed the balance as a capital increment. The Minister, 
however, viewed the amount as being income in the hands of the 
appellant and assessed it accordingly. The appellant thereupon 








27. (1957), 19 Fox Pat.C.1. 
28. (1958), 18 Fox Pat.C.14. 
29. (1954), 14 Fox Pat.C.97, 15 Fox Pat.C.71. 
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took an appeal to the Tax Appeal Board which dismissed the 
appeal on the ground that the amount received by the appellant 
should be treated as though a refund of business profits had been 
lost by the appellant through the conduct and bad faith of the 
defendant in the previous action. The amount was therefor treated 
as income and subject to tax. 

It will be realized by readers of this journal that, on July 1, 
1959, a great number of trademarks became incontestable so far 
as concerns their previous use or making known by another person, 
as provided in Section 17 (2) of the Trade Marks Act. This situa- 
tion seems to have been accepted with equanimity by the trading 
fraternity of Canada as so far there has been no criticism of this 
new feature of Canadian legislation. Indeed the Trade Marks Act 
has now had a little more than five years of actual testing in the 
fire of experience and seems to be working reasonably well. There 
are, of course, as is inevitable with any legislation which entirely 
recasts a legal system, problems arising from time to time which 
show that there are some small lacunae here and there in the statute 
which require attention, but on the whole the Act has worked well 
and at least no critical report concerning it has yet issued from the 
Royal Commission on Patents, Trade Marks, Copyrights and 
Designs. 
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REPORT ON ARGENTINE COURT DECISIONS 
ON TRADEMARKSt* 


By Roberto Daniel Goytia** 


Opposition Proceedings 


An application for registration of the trademark aLcacETIL 
for substances and products employed for medical, pharmaceutical, 
veterinary and hygienic purposes, natural or prepared drugs, 
mineral waters and medicinal wines and tonics; insecticides for 
domestic use, in Class 2, was opposed by registrant of ALKA-SELTZER 
covering the same products. The opposition was dismissed by 
the Argentine Federal Court on the grounds that although both 
marks had aLKa and aLca in common, there were, however, dif- 
ferences in sound and appearance (CETIL—SELTZER) which were 
sufficient to prevent any likelihood of confusion.’ 

In another case, a party had filed applications to register 
CRUZ DE oRO (Gold Cross) and cruz bE PLATA (Silver Cross) in 
respect of ready-made clothes, boots and shoes, tailored articles, 
headgear, trimming materials, bonnets, dresses, lace, fans, um- 
brellas, haberdashery, gloves, perfumery, fine-leather goods, in 
Class 16. These applications were opposed by the registrant 
owner of the trademarks La cruz (The Cross) and a La crorx for 
identical goods. The Argentine Federal Court sustained the oppo- 
sitions on the following grounds: (1) that the word cruz was 
common to both of the marks and was the dominant part thereof; 
(2) that the opposer’s trademarks had been used extensively and 
were widely known throughout Argentina since the year 1883, 
and in France for more than a century; (3) that with regard to 
the question of confusion, any “doubts” should be resolved against 
the newcomer.’ 


t+ 10.—FOREIGN LAW. 
* This article comprises a brief review of decisions of the Argentine Courts 
in trademark matters. 

** Member of the Buenos Aires bar; partner of the firm of Goytia & Cia., Buenos 
Aires, Argentina; member of the Argentine Association for the Protection of Industrial 
Property; Associate Member of U.S.T.A. 

1. Laboratorios York v. Miles Laboratories Inc.—J.A. Vol. 1958-IV, p. 413. 

2. Jacobowicz, Estanislao v. Thiriez hijos and Cartier Bresson 8.R.L.—J.A. Vol. 
1958-III, p. 53. 


KEY TO ABBREVIATIONS: 

S.A. Sociedad Anénima (corporation or joint stock company) 

8.R.L. Sociedad de Responsabilidad Limitada (limited liability partnership) 
J.A. Jurisprudencia Argentina (legal reports) 
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Another case found an application for registration of the 
mark nrgo-aLKa for substances and products employed for medical, 
pharmaceutical, veterinary and hygienic purposes, natural or pre- 
pared drugs, mineral waters and medicinal wines and tonics; 
insecticides for domestic use, in Class 2, the applicant was opposed 
by the owners of ALKA-SELTZER registered for identical goods. The 
opposition was dismissed by the Federal Court and the NEo-aLKA 
application accepted. It was held that there was no likelihood of 
confusion, considering the impression created by both marks as 


a whole because the marks differed in sound and appearance.* 


An application for registration of the mark prsopesina for 
a pharmaceutical product for the treatment of obesity was op- 
posed by the registrant of opesina for the same goods. The 
Argentine Court held that there was likelihood of confusion and 
therefore the opposition was dismissed.* 

Another case involved an application for registration of the 
mark BoLsAPEL for materials for printing, books, stationery, lithog- 
raphy, bookbinding, cardboard, teaching and drawing; office 
articles, typewriters, calculating and controlling machines; inks, 
in Class 18. This was opposed by the owners of the trademark Bots 
which was registered in all classes of goods in the Patent Office. 
The Argentine Court held that under the facts and circumstances 
of the record, there would be no confusion resulting from the 
eoncurrent use of the registered marks. It was emphasized that 
the mark Bots was a trademark known throughout the world but 
famous solely for beverages. Consequently this opposition was 
dismissed and the application was accepted.° 

An application was filed to register the trademark ctLasin for 
substanees and products employed for medical, pharmaceutical, 
veterinary and hygienic purposes, natural or prepared drugs, 
mineral waters and medicinal wines and tonics; insecticides for 
domestic use, Class 2. Registration was opposed by the registrant 
owner of the mark crNe-Bit for the same goods. The Argentine 
Court held that the marks were confusingly similar, because the 
first syllable “Ci” and the last one “Bil” were identical in both 
marks, and thus the marks were alike in appearance and sound.° 


3. Laboratorios York v. Miles Laboratories, Inc.—J.A. Vol. 1958-IV, p. 416. 

4. Frim, Ginocchio v. Laboratorios Andrémaco—J.A. Vol. 1958-IIT, p. 3. 

5. Bolsapel S. Colectiva v. Amsterdamsche Likeurstikerij’t Lootsje der Erven Luca 
Bols.—J.A. Vol. 1958-ITI, p. 3, No. 8. 

6. Cilag S.A. v. Etcheverry, Luis H.—J.A. Vol. 1958-IV, p. 418. 
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Cancellation Proceedings 


A petition was filed to cancel the registration of the mark 
GASOMIX registered in Class 3 covering vegetal, animal and mineral 
substances in their natural state or prepared, for manufacturing, 
building and domestic uses, which are not included in other classes. 
The basis for the petition was the registration of vacomrx cover- 
ing the same products. The evidence disclosed: (a) that peti- 
tioner had long prior use of vacomix mark (around 20 years) 
whereas the respondent had used the Gasomrx mark for only six 
months; (b) that in the instant case, vacomrx being an old and well 
known trademark it was not necessary to produce evidence of 
confusion; and (c) that graphically and phonetically both marks 
create an impression of similarity. Therefore the Argentine Su- 
preme Court concluded, since confusion was likely, to grant the 
petition to cancel the registration of the mark Gasomrx.’ 

In another case, the plaintiff instituted proceedings to cancel 
defendant’s registration of a trademark consisting of a package. 
It was alleged that prior to the registration the package had 
been used by plaintiff, and furthermore because the package was 
in fact, in public use. The Argentine Federal Court dismissed 
the action,® because ownership of the package trademark had been 
acquired by the defendant by registering the same in the Argentine 
Patent Office. The Court also held that registration could not 
be attacked on the grounds of prior use. The Argentine tribunal 
stated that as a general rule, and except in very special cases of 
unfair competition, the use of a trademark does not create any 
rights thereto in Argentina. The plaintiff therefore was held not 
to be entitled to statutory protection.’ 


Infringement 


Precisa Argentina S.R.L. on behalf of Precisa A. G. Fabrique 
des Machines a Calculer of Zurich, Gerlikon (Switzerland), who 








7. Socony Vacuum Oil Co. v. Nunez, Jorge.—J.A. Vol. 1958-III, p. 78. 

8. Section 6: The exclusive ownership of a mark, as well as the right to oppose 
the use of any other that directly or indirectly might produce confusion between the 
products, shall pertain to the manufacturer, merchant or farmer who has fulfilled the 
requirements demanded by this law. 

Section 12: Only such marks in respect of which the Office has issued the corre- 
sponding certificate shall be considered in use for the effects of the ownership granted 
by this law. 

Section 13: The protection of the rights to the exclusive use of the mark shall 
continue only for ten years, and this term may be indefinitely extended for other equal 
terms, the necessary formalities being in all cases complied with, and the fees fixed, 


paid each time. 
9. El Trébol S.R.L. v. E.A.D.A.—J.A. Vol. 1958-IV, p. 419. 
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manufactured and sold calculating machines sought to enjoin the 
use of the trademark precisa by another on second hand machines 
originally manufactured by the Precisa Company. The Argentine 
Supreme Court dismissed the complaint on the basis that the 
machines, while second hand, were still genuine. Further the 
Court stated there was no proof that the manner of the sale by 
the defendants was in any way dishonest or for fraudulent pur- 
poses. While Precisa was the owner of the registration of the 
trademark both in Switzerland and Argentina, the Court held 
that the activities of the defendants in reselling genuine machines 
bearing the genuine trademark in Argentina did not constitute 
infringement or trademark misuse.”° 


Trade and Commercial Names 


S.LA.M. Di Tella Ltda. attempted to enjoin and restrain 
S.I.M.A. (Sociedad Importadora de Materiales Automotores 
S.R.L.) from using §8.I.M.A. as part of the company’s name. 
The plaintiff contended that S.I.M.A. was an abbreviation or con- 
traction of Sociedad Importadora de Materiales Automotores, and 
therefore so closely resembled S.I.A.M., that confusion was likely 
to result. The Argentine Court of Appeals, dismissed the com- 
plaint, stating that in actions of this nature, the plaintiff must 
not only prove the likelihood of confusion between the designations 
in conflict, but particularly that the parties were engaged in 
similar or identical enterprises. In this connection the Court 
pointed out that the record indicated that plaintiff’s activities 
dealt with pumps, refrigerators, washing machines and electric 
motors, whereas defendant’s dealt with motors, accessories and 
spare parts for automobiles, especially for sEEPs. Consequently, 
the Argentine Court ruled that the activities of the companies 
involved unrelated goods. Therefore it was found that confusion 
was unlikely because the goods of the parties were significantly 
dissimilar to prevent such confusion.” 


10. Precisa Argentina 8.R.L. v. Missé, Esteban and Federico Polus.—J.A. Vol. 
1958-IV, p. 161. 
11. 8S.1.A.M. Di Tella Ltda. v. 8.I.M.A.—J.A. Vol. 1958-ITI, p. 163. 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


THE APPLICANT—PART IIIt 


PARTNERSHIPS 


The complexity of determining the proper party to file an 
application to register a trademark in the Patent Office is of the 
same scope as the determination of the actual owner of the mark. 
The Lanham Act’ affords somewhat limited assistance in this 
connection and since ownership is a prerequisite to registration, 
there are many types of ownership situations set forth in this 
series of articles concerning the applicant.’ It is, of course, im- 
possible to predict the various situations which may arise. Never- 
theless it is believed that the varied circumstances which are 
the subject of this series will be a guide to possible future Patent 
Office interpretations on the question of ownership. 

Referring specifically to a partnership as an applicant, the 
law of the State of domicile of the partnership governs its char- 
acter and organization. While the Patent Office is charged with 
knowledge of the laws of the several States it is sometimes neces- 
sary for the applicant to specifically set forth the applicable law 
of the jurisdiction involved. For example, where one of the part- 
ners has withdrawn from a partnership the Examiner will gen- 
erally assume that a surviving partner has not succeeded to 
ownership of a partnership mark by operation of law. If this 
assumption is in error it is necessary for the applicant to show 
the presence of special or unique provisions in the law of the 
State of the applicant’s domicile whereby a partnership business 
may be continued by the surviving partners merely by operation 
of law. 


The Form of Partnership 


A partnership, of course, consists in two or more persons who 
have entered into an agreement to conduct a lawful business to- 


* Examiner, Trademark Operation, U. S. Patent Office. Member, District of 
Columbia Bar. 
t 2.24—REGISTRABILITY—RELATED COMPANY USE. 
2.25—REGISTRABILITY—RIGHT TO REGISTER. 
3.1—REGISTRATION PROCEDURE—APPLICATION. 
60 Stat. 427, 15 U.S.C. 1051 et seq. 
Notes From The Patent Office, 49 TMR 1167 and 49 TMR 1270. 
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gether. A partnership is not a separate legal entity like a cor- 
poration. Nonetheless, there is a community of interest in the 
assets of the partnership and the assets include its trademarks. 
The Patent Office treats the partnership as though it were a 
separate entity capable of owning trademarks.* An application 
to register a mark by a partnership is therefore made in the 
partnership name and not in the names of the individual members 
of the partnership. 

Joint or business ventures are generally really partnerships 
but for a single transaction or a limited series of transactions. 
This type of organization is treated by the Patent Office in the 
same manner as a partnership in matters involving the regis- 
tration of a mark. 

A joint stock company has some of the attributes of a part- 
nership. However, its personal property, including trademarks, 
is held by trustees or by boards created by the members. This 
type of organization has been regarded by the Patent Office as 
an association and not as a partnership. Thus, the death or resig- 
nation of a member of a joint stock company does not require 
an assignment or other evidence to show that the surviving mem- 
bers have succeeded to the ownership of the mark. 

A Massachusetts Trust provides for the appointment of 
trustees who receive a conveyance of the property to be held 
and managed for the benefit of the members. The members can 
create either a pure trust or a partnership depending on the 
control exercised by the certificate holders. Should the trustees 
be free to conduct business without direction from the certificate 
holders, a trust is created. On the other hand, in the event the 
certificate holders are associated in the control of property as 
principals and the trustees are merely their agents, a partnership 
is ereated.* A Massachusetts Trust usually applies to register a 
mark as an association although it appears that applications 
may be made as a partnership where the actual operations are 
so identifiable. 

Social clubs, eleemosynary institutions, religious associations 
and similar organizations are usually not organized for monetary 


3. The Lanham Act of 1946 does not use the words partners or partnership 
specifically as possible applicants. However, in previous trademark acts the Patent Office 
has interpreted the word firm to mean partnership. Thus it must be assumed, in view 
of the long prior interpretation, that Congress intended to include partnerships among 
those who may apply to register a mark when the use of the word firm was continued 
in the Lanham Act. 

4. Hecht et al., Trustees v. Malley, Former Collector of Internal Revenue, 265 U. 8. 
144, 147. 
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gain, therefore, it may seem that they cannot be commercial part- 
nerships.° However, if there are elements of commerce involved 
whereby a mark is used, these organizations may apply to register 
the mark as a partnership, corporation or association depending 
on the manner of organization.® 

Corporations may be members of partnerships and a part- 
nership having one or more corporate members can apply as a 
partnership to register a mark. The corporation is merely set 
forth in the application as one of the partnership members. An 
officer of the corporation can sign papers for the corporation.’ 


The Form of the Partnership Application 


Partnerships usually have names under which they do busi- 
ness. The names usually take one of two forms, viz., the names 
of persons, often partners, are used, as for example “Roe and 
Doe Company”; or the partnership may use an arbitrary trade- 
mark as the principal feature of the partnership name, as for 
example “The Trixie Company,” or a suggestive trademark like, 
“The Little Lamb Blanket Company.” The partnership-applicant 
must apply in the name of the partnership—not in the names 
of its members.* Thus, the partnership-applicant would be set 
forth as follows: 


Roe and Doe Company, a partnership, consisting of Richard 
Roe and John Doe.... 


On rare occasions two or more persons apply to register a 
mark used in a business operated by them without a firm name. 
Apparently, the only way to handle the situation is to set forth 
the partners’ names and note that they are applying as a partner- 
ship, as follows: 


Richard Roe and John Doe, a partnership .. . 


The application must be verified and signed by a member of 
the firm.* While the Lanham Act is silent on this point it is be- 
lieved that only a general partner is capable of making the re- 
quired statements. 


5. Rohde v. U. 8., 34 App. D. C. 249. 

6. National Tuberculosis Association v. Summit County Tuberculosis §& Health 
Association et al., 101 USPQ 387, 122 F. Supp. 654. 

7. While a corporation may not enter into a partnership unless it is permitted to 
do so in its charter, the Patent Office will assume that the corporation had the capacity 
to enter in such an agreement and will not inquire as to whether the act was ultra vires. 

8. See the form suggested in Rule 4.5, Rules of Practice in Trademark Cases. 

9. Section 1(a)1, Lanham Trademark Act of 1946, 
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Obviously it is not possible to set forth in an article of the 
type presented here all situations which may arise in which two 
or more persons have applied to register a trademark or service 
mark. 

It is to be noted however, that the Patent Office is merely 
attempting to set forth each application clearly, definitely and 
in a consistent form. The purpose is that the public upon inspec- 
tion of the Patent Office records will not become confused by 
indefinite and uninformative recitals by applicants. 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—December 
1959 1958 


Applications filed 23,147 22,004 


Registrations issued 


Principal Register 17,949 14,534 
Supplemental Register 767 818 


18,716 15,352 
Renewals 3,272 3,071 
See. 12 (c), publications 455 448 
See. 8, affidavits filed 12,069 11,740 
See. 8, cancellations 5,033 5,091 
Cancellations, other 208 173 
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NOTES FROM OTHER NATIONS! 
Edited by L. L. Gleason 


Canada 
Trademark Oppositions 


Application by Canadian Broadcasting Corporation for regis- 
tration of TABLOID as a service mark in connection with educational 
and entertainment programs by radio and television, with evi- 
dence submitted to show required distinctiveness; opposed by 
Burroughs Wellcome & Co. (Canada) Ltd. on basis of their 
Canadian registration of trademark tasLomw for medicinal prepa- 
rations and the like and a Newfoundland registration of mark 
for such goods and others, including some photographic products. 
Opponents questioned adequacy of evidence of use filed by appli- 
cants, claimed use and registration of their mark in Canada since 
1888, and alleged that applicants’ mark would necessarily be de- 
scriptive of the applicants’ products and services. The Registrar 
considered the written and oral evidence submitted by the parties 
and decided. that the applicants’ mark was confusing with the 
registered mark of the opponents, pointing out that, for example, 
use of TABLOID on a television program in which medicinal prepa- 
rations were advertised would undoubtedly cause confusion with 
the opponents’ trademark. Application rejected. (Decision dated 
July 8, 1959.) 

Application for registration of trademark Home H-100 for 
gasoline rejected by Registrar July 15, 1959, on opposition by 
owner of Canadian registration for x-100 for gasoline. (Shell 
Oil Company of Canada v. Home Oil Distributors Ltd.) 

Oppositions by Elgin National Watch Co. against applications 
for registration of trademarks Lapy ELCOo and LORD ELCO in respect 
of watches were rejected by Registrar in decisions dated Au- 
gust 25, 1959. The opponents held registrations in Canada for 
the trademarks ELGiIn and Lapy ELGIN for watches dating from 
1877 and claimed use in Canada of the trademark Lorp ELGIN since 
1905, but the Registrar stated that the words “Lady” and “Lord” 
were common to the trade and it was his opinion that the marks 
in their respective totalities were not confusingly similar to each 
other. (Elgin National Watch Co. v. Levy Brothers Co. Ltd.) 


t+ 10.—FOREIGN LAW. 
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Denmark 
New Trademark Law 


Last year the draft of a new trademark law in Denmark was 
published and at that time the Danish Government expected to 
put the law in force by January 1, 1960. Although this law has 
been approved by the Danish Legislative Assembly, that was done ~ 
with the proviso that the law shall become effective not later than 
October 1, 1960 and it is believed that it will be put in force on 
that date. 


Great Britain 
Partial Cancellation of Trademark Registration 


Angus Watson & Company Ltd., had registered the nteenent 
HOSTEss in 1921 for “Substances ane as food or as ingredients 
in food, but not including cordials (non-alcoholic) and not in- 
cluding any goods of a like kind to cordials (non-aleoholic)”. 
J. Lyons & Company Ltd., wishing to use the trademark HostTEss 
DE LUXE On ice cream, applied in 1956 for rectification of the British 
Trade Marks Register by canceling “ice cream and goods of the 
same description” from the HostEss registration on the ground 
that the mark had not been used by Watson on such goods for 
more than five years. Watson admitted nonuse of the mark on 
ice cream but claimed use of the mark on table jellies within the 
past three years and contended that the latter were goods of the 
same description as ice cream. 

The Registrar rejected the application for rectification, taking 
the position that the onus was on Lyons to show that Watson 
had not used the trademark on goods of the same description as 
ice cream and that Lyons had not done that. 

Lyons appealed to the Court and in the appeal limited their 
application to the exclusion of ice cream from the HosTEss regis- 
tration, making no mention of “goods of the same description”. 
The Court decided that because of the limitation in the appli- 
cation the onus of showing use of the mark on “goods of the same 
description” had been transferred to Watson, the registrant, but 
that nevertheless the decision of the Registrar was correct and 
that the appeal must be dismissed. 

Lyons appealed to the Court of Appeal, which in a lengthy 
decision found in favor of Lyons and ordered the cancellation 
of ice cream from the HostEss registration. The Court of Appeal 
observed that although neither the Registrar nor the first Court 
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had ruled definitely that ice cream and table jellies were goods 
of the same description, it appeared that that was their opinion, 
and the higher Court was not prepared to take an opposite view. 
The Court of Appeal also stated that even if the Court was of 
the opinion that use of the mark on goods of the same description 
as ice cream had been shown, it was still within the discretion 
of the Court to allow or refuse the application for rectification. 
Since neither the Registrar nor the first Court had chosen to 
exercise their discretion in the matter, the Court of Appeal con- 
sidered it necessary to exercise its discretion, which it did in 
allowing the appeal and ordering the rectification of the Register 
by canceling ice cream from the registration. Watson asked for 
leave to appeal to the House of Lords and that was refused on 
the ground that the appeal had been allowed by the Court in the 
exercise of its discretion. 

The members of the Court of Appeal in their discussion of 
the case made it clear that when Lyons applied for cancellation 
of ice cream from the registration (as they did in their appeal 
to the first Court), the onus of proving nonuse of the mark on 
ice cream was on them, but when the registrant admitted nonuse 


of the mark on such goods and claimed use on goods of the same 
description as ice cream (namely, table jellies), the onus of show- 
ing that was placed on the registrant. (1959 R.P.C. 120.) 
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DEERING, MILLIKEN & CO., INC. v. GILBERT doing business as 
GILBERT TEXTILE COMPANY 


No. 242—C. A. 2— August 3, 1959 -— 122 USPQ 355 


7.16—REMEDIES—INFRINGEMENT—EVIDENCE 

Defendant, denying sale under Plaintiff’s mark offered no records. The Trial 
Judge stated Defendant’s testimony was not worthy of belief. Burden of going 
forward to refute Plaintiff’s estimate of damages passed to the Defendant. Defen- 
dant’s failure to produce most satisfactory evidence of sales or their absence leaves 
his cause exposed to indirect methods of proof. Where Defendant controls the best 
evidence of sales Plaintiff need only establish basis for a reasoned conclusion as 
to extent of injury of deliberate and wrongful infringement. It is not unreasonable 
to infer that counterfeit tags procured by Defendant but not found in his possession 
were put to intended use. Defendant failed to rebut evidence of number of tags 
used, of number of yards of fabric per tag, or of minimum royalty received by 
Plaintiff on which damages were estimated. Whatever risk of uncertainty may 
attach to such estimate must be borne by the infringer. 

7.124—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—DAMAGES 

Under 15 U.S.C. 1117, the court in formulating the award has as much discre- 
tion as to Defendant’s profits as it has of Plaintiff’s damages, except that no precise 
ceiling is stated of the amount of Defendant’s profits included in the award. In 
view of the deliberate fraudulent nature of the infringement, it is no abuse of 
discretion to treble the Defendant’s profits measured by Plaintiff’s minimum royalty 
rate. 

Profits wrongfully made by injury to Plaintiff’s property rights in a trademark 
may be taken as one measure of Plaintiff’s actual damages. 


Action by Deering, Milliken & Co., Inc. v. Joseph Gilbert, doing busi- 
ness as Gilbert Textile Company, for trademark infringement and unfair 
competition. Defendant appeals from District Court for Southern District 
of New York from judgment for plaintiff. Affirmed. 


Mario Matthew Cuomo (M. Malcolm Friedman and William C. Mattison 
on the brief) of Brooklyn, New York, for appellant. 

Walter E. Shuttleworth (Townley, Updike, Carter & Rodgers and Stuart 
N. Updike on the brief) of New York, New York, for appellee. 


Before Hincks, LUMBARD, and WATERMAN, Circuit Judges. 


Hincks, Circuit Judge. 

This appeal is taken from a judgment and decree of the District Court, 
Southern District of New York, Edmund L. Palmieri, Judge, entered after 
’a trial without a jury on two causes of action, the first alleging trade- 
mark infringement under the Lanham Act (15 U.S.C. § 1051, et seq.) 
and the second alleging a substantial and related claim of unfair com- 
petition pursuant to 28 U.S.C. § 1338. 
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Judge Palmieri, having found that the defendants, Gilbert and his 
alter ego the Gilbert Textile Company, had infringed upon Deering, Milli- 
ken & Company’s registered [No. 551,291] trademark MILIUM, enjoined 
Gilbert from further use of the mark. He also awarded Deering Milliken 
the sum of $23,419.26, which in part represented $6,056.25 actual damages 
sustained by it, trebled to $18,168.75. 

The questions raised here by the appellant Gilbert concern the validity 
of the findings of actual damages and the propriety of trebling the amount 
so found. No error is predicated upon the balance of the judgment which 
includes attorneys’ fees and costs. 

Deering Milliken at all times relevant to this action was the owner 
of the trademark Minium, said mark having been duly registered upon 
the Principal Register maintained in the United States Patent Office. It 
also was the owner of patents upon certain textile products and finishes 
in conjunction with which the mm1um mark was used. At no time was 
Gilbert licensed to use the trademark or manufacture the patented product. 

In July of 1954 Gilbert embarked on a criminal scheme, calculated 
to trade upon the MiILIuM trademark. On three occasions between July 
1954 and May 1955 Gilbert caused to be printed and delivered to his 
place of business a total of 67,600 counterfeit hang tags bearing appellee’s 
MILIUM trademark.' During this period Gilbert also had in his possession 
an unknown quantity of fabric imitative of the distinctive fabric processed 
under the Deering Milliken patents. This fabric had been stolen from 
another textile company and criminally received by Gilbert for use in 
conjunction with the counterfeit tags.* 

In May 1955, New York City Police, acting under a search warrant, 
entered the premises occupied by Gilbert and the Gilbert Textile Company 
and pursuant to the warrant seized a substantial quantity of cardboard 
hang tags and fabric labels bearing the mitrum mark. These tags and 
labels remained in possession of the New York County District Attorney 
until and throughout the trial below. 

Upon pre-trial examination Gilbert exercised his privilege against 
self incrimination. At the trial, he denied all sales of miLr1um but even 
after the judge stated that his testimony was “not worthy of belief,” 
instead of producing records to show what it was he had sold, he pro- 
duced no records at all. His position then, as it has been throughout these 
proceedings, was one of “sitting tight” and demanding that Deering Milli- 
ken prove the damages sustained by it as a result of his infringing sales. 
Faced with the task of proving the scope of Gilbert’s shady operation, 


1. Gilbert was prosecuted in the state courts on a charge of counterfeiting a 
trademark (New York Penal Law § 2354) and upon his plea of guilty in the Court 
of Special Sessions, was fined and given a suspended sentence. 

2. In yet another state prosecution, Gilbert pled guilty in the Court of General 
Sessions to the crime of knowingly receiving stolen property (New York Penal Law 
§ 1328), and received a suspended sentence and was ordered to make restitution. 
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Deering Milliken was forced to resort to indirect and circumstantial 


evidence. 

First it attempted to establish the number of tags that were in Gilbert’s 
possession at the time of the police seizure in May 1955, and from this 
it asked the trial judge to infer that the balance of the tags were used 
by Gilbert. Expert testimony was then introduced which established that 
one tag is used in connection with the sale of one garment lining and 
that one garment lining contains two and one-half yards of the special 
MILIUM fabric. On this evidence, Judge Palmieri found that the missing 
hang tags represented 80,750 yards of fabric which had probably been 
sold to the public as mmium fabric under the miLium trademark. Multi- 
plying this figure by the minimum royalty received by Deering Milliken 
(seven and one-half cents per yard) he arrived at the contested $6,056.25 
amount. 

Appellant first challenges this method of computation of damages, 
claiming that there was no direct proof of his sales and that the District 
Court improperly inferred that 32,300 garment linings were sold in order 
to exploit the like number of missing tags. 

Under the circumstances, we think this method of proof was proper. 
At the trial, when called as a witness for the plaintiff, Gilbert was patently 
evasive: he denied any palming off and cloaked his answers by a short 
memory. When the plaintiff rested, the trial judge stated that the witness 
was unworthy of belief. At this point, the burden of going forward with 
evidence to refute the plaintiff’s estimates of sales passed to Gilbert. His 
failure and refusal to produce the most satisfactory evidence of sales—or 
absence of sales—leaves his cause exposed to indirect and less definite and 
certain methods of proof. Armstrong v. Belding Bros. & Co., 2 Cir., 297 
F. 728, cert. denied 265 U.S. 585; Yesbera v. Hardesty Mfg. Co., 6 Cir., 
166 F. 120, cert. denied 214 U.S. 513. And where, as here, the defendant 
controls the most satisfactory evidence of sales the plaintiff needs only 
establish a basis for a reasoned conclusion as to the extent of injury caused 
by the deliberate and wrongful infringement. Anderson v. Mt. Clemens 
Pottery Co., 328 U.S. 680, 688; Story Parchment Co. v. Paterson Co., 282 
U.S. 555; Gotham Silk Hosiery Co. v. Artcraft Silk Hosiery Mills, 3 Cir., 
147 F.2d 209, 64 USPQ 56. 

In Shapiro, Bernstein & Co. v. Remington Records, 2 Cir., 265 F.2d 
263, 121 USPQ 109, this court in applying the ancient but viable doctrine 
of Armory v. Delamirie, 1 Strange 505, 93 Eng. Rep. 664 (1722), received 
expert testimony as to the number of phonograph records manufactured 
by a willful copyright infringer. There as here the defendants “prevented 
proof by direct evidence of the true facts essential to an accurate deter- 
mination of the royalties due under the [Copyright] Act.” Guided by 
these principles and considering the circumstances which made direct proof 
impossible, we find that the formula applied by the District Court provided 
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a sound basis for a reasoned conclusion as to the damage sustained by 
Deering Milliken. 

Each hang tag was used in the trade to identify one garment lining 
sold under the mimium trademark, and it is not unreasonable to infer 
that Gilbert put the missing tags to their intended use. The burden of 
coing forward to show that the tags were not put to such use was upon 
the defendant. This burden was met by silence and evasion: conduct more 
persuasive than any presumption or direct evidence. The finding that two 
and one-half yards of fabric went into one garment lining is amply sup- 
ported by the evidence. The finding that seven and one-half cents was the 
minimum royalty received by Deering Milliken was unchallenged below 
and in this court.* The finding as to the number of missing tags was 
supported by the testimony of two witnesses, one of whom was a Property 
Clerk in the office of the New York District Attorney. Gilbert was given 
ample opportunity to rebut this testimony by making his own count of 
the number of remaining tags. This he failed to do. The finding below 
that the number of missing tags was 32,300 is not clearly erroneous. 

Whatever risk of uncertainty may attach to this formula is one which 
must be borne by the willful infringer and not by the injured innocent 
party. Story Parchment Co. v. Paterson Co., supra. 

The appellant further claims that the award of damages, $23,419.86, 
must fall because it was arrived at by trebling the sum of $6,056.25 which 
represented the defendant’s profits rather than the plaintiff’s actual dam- 
ages.‘ Only the plaintiff’s actual damages, the appellant now contends, 
may be trebled under 15 U.S.C. § 1117. But that statute in so far as 
immediately pertinent reads: 


“# * * In assessing profits the plaintiff shall be required to prove 
defendant’s sales only; defendant must prove all elements of cost or 
deduction claimed. In assessing damages the court may enter judg- 
ment, according to the circumstances of the case, for any sum above 
the amount found as actual damages, not exceeding three times such 
amount. If the court shall find that the amount of the recovery based 
on profits is either inadequate or excessive the court may in its dis- 
cretion enter judgment for such sum as the court shall find to be 
just, according to the circumstances of the case. Such sum in either 
of the above circumstances shall constitute compensation and not a 
penalty.” 


Thus it is apparent from the face of the statute that the court in 
formulating its award has as much discretion as to the defendant’s profits 
as it has over the plaintiff’s damages. The only difference is that the stat- 


3. Since no claim for patent infringement was made, it should be noted that neither 
here nor below is the question raised that the seven and one-half cent royalty was 
applicable in part to the license under the patent and that an apportionment of the 
royalty should be made. This question is not decided, although on the record before us 
it appears that the patent and trademark licenses are inseparable. 

4. The balance of the award was on account of counsel fees. 
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ute places no precisely stated ceiling over the amount of the defendant’s 
profits which may be included in the award. Especially in view of the 
deliberate and fraudulent nature of the infringement, we could not find 
it an abuse of discretion if the judge had trebled the defendant’s profits 
measured by the plaintiff’s minimum license fee which the defendant by 
its infringement had “saved.” 

However, in the situation here it is not necessary to treat the award 
as based only on the defendant’s profits. For the infringement of the trade- 
mark was an injury to the plaintiff’s property rights in its trademark. 
And profits wrongfully made by the infringer may be taken as one measure 
of the plaintiff’s actual damages. Pastificio Spiga Societa Per Azioni v. 
DeMartini Macaroni Co., Inc., 2 Cir., 200 F.2d 325, 95 USPQ 305 (48 TMR 
104). Cf. Lemand v. Krentler-Arnold Co., 284 U.S. 448, 12 USPQ 306. 
It follows that the award was based on the plaintiff’s damages and none 
the less so to the extent that the damages happened to be measured by the 
defendant’s profits. Dad’s Root Beer v. Doc’s Beverages, 2 Cir., 193 F.2d 
77, 91 USPQ 306 (42 TMR 37). 

Affirmed. 
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WOLFE et al., doing business as DUTCH PAINT COMPANY et al. 
v. NATIONAL LEAD COMPANY 


No. 16,157 —C.A. 9 — November 27, 1959 -— 123 USPQ 574 


7.122—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 

Infringer is not permitted to set off losses in bad years against profits in 
good years on accounting. 

The accounting period should be co-extensive with the period of infringement. 
Neither advice of counsel nor a lower court judgment that was subsequently re- 
versed relieves an infringer from the necessity of accounting when his criginal 
intent was deliberate and fraudulent. Accounting properly covered the years sub- 
sequent to allegations in pleading when infringer persisted in the face of formal 
demands. 

The “sales-ratio’ 


, 


method, applying to joint expense of infringing and non- 
infringing goods the ratio of receipts from the sale of infringing goods to the 
total receipts, is proper where a more exact basis of apportionment is not avail- 
able from the infringer’s records. District Court’s compromise adjustment of figures 
to allow for higher administrative and manufacturing costs of infringing products 
as compared with non-infringing products was not clearly erroneous. 
Burden is upon infringer to prove that sales were demonstrably not attributable 
to the infringing mark; appellant signally failed to meet this burden. 
Fees and costs paid to attorneys in defending infringement claim are not 
proper deductions on accounting. 
Income taxes paid by infringer are not proper deductions on accounting in 
absence of mitigating circumstances (which do not appear here). 
Compensation to partners for services rendered to infringing firm are not 
proper deductions on accounting. 
7.123—-REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ATTORNEY’S FEES 
Allowance for counsel fees was proper in light of judicial determination that 
infringement was deliberate and fraudulent. 


Action by Bernard M. Wolfe and Frederick J. Dannenfelser, doing 
business as Dutch Paint Company and Manning-Mitchell Paint Company 
v. National Lead Company for declaratory judgment as to trademark in- 


fringement and unfair competition in which defendant counterclaims for 
trademark infringement and unfair competition. Plaintiffs appeal from 
judgment of District Court for Northern District of California for defen- 
dant on accounting. Affirmed. 

Case below reported at 48 TMR 817. 

See also 43 TMR 593, 45 TMR 968. 


Joseph L. Alvoto, of San Francisco, California, for Wolfe. 
Vladimir Vucinich, of San Francisco, California, for Dannenfelser. 
Robert E. Burns, of San Francisco, California, for defendant. 


Before: CHAMBERS, HAMLIN and MERRILL, Circuit Judges. 


MERRILL, Circuit Judge: 
Appellants will hereinafter be designated in the singular as “Wolfe.” 
Wolfe takes this appeal from judgment of the District Court in the 
sum of $239,457.86, based upon an accounting of profits and damages as 
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reported by the court following hearing. Wolfe contends that in several 
specific respects the accounting report gives recognition to accounting 
methods and considerations which are inappropriate under the facts of 


this case. 

The accounting was ordered for the purpose of ascertaining the extent 
of profits realized by Wolfe through his use on paint products and in 
advertising of the words DUTCH, DUTCH PAINT and DUTCH PAINT COMPANY, 
such use having been judicially determined to constitute a deliberate and 
fraudulent infringement of appellee’s trademark puTcH Boy. The history 
of the proceedings leading to the judgment below are set forth in the 


margin. 

The accounting report covered the entire period of infringement: 
from May 1, 1946, to January 15, 1956, and, save for the final computation, 
was based upon annual computations made at the end of each fiscal year 
(April 30). It showed that, for the years 1947, 1948, 1954, 1955 and 1956, 
losses rather than profits were realized from the sale of DuTcH products. 
For the remaining years, profits were shown totalling $178,657.86. Judg- 
ment for the full amount was rendered in favor of appellee. 

Wolfe asserts error in the failure of the court to set off the losses 
against the profits. 





1. October 1, 1949. The complaint in this action was filed by Wolfe, seeking a 
judicial declaration of his right to the use of the trademarks DUTCH, DUTCH PAINT and 
DUTCH PAINT COMPANY. 

November 12, 1949. An answer and counterclaim were filed by appellee, asserting 
infringement of its trademark DUTCH Boy and seeking an injunction against the con- 
tinued use of his marks by Wolfe, an accounting and damages, 

January 5, 1953. Judgment was rendered by the District Court in favor of Wolfe, 
holding that his marks did not infringe the rights of appellee in its DUTCH BOY mark. 

May 17, 1955. The District Court judgment was reversed by this Court. National 
Lead Company v. Wolfe, 9 Cir., 223 F.2d 195 (45 TMR 963). The matter was remanded 
“with directions to dismiss [Wolfe’s] complaint, to grant to [National Lead] an injune- 
tion as prayed for in its answer and counterclaim, and to proceed to take an accounting 
of [Wolfe’s] profits, and to determine [National Lead’s] damages as directed in this 
opinion.” Page 206. 

January 23, 1956. Judgment was entered by the District Court pursuant to man- 
date of this Court. That judgment, following the opinion of this Court, decreed in 
part: “By their use of DUTCH, DUTCH PAINT, and DUTCH PAINT COMPANY on their paints 
and paint products and in their advertising, plaintiffs have wilfully and deliberately 
infringed defendant’s trade-mark DUTCH BOy, have had the deliberate and intentional 
design to cause confusion and mistake and to deceive purchasers of paints and paint 
products, and have been guilty of fraudulent conduct and unfair competition in trade.” 
The judgment permanently enjoined further use of the infringing marks and directed 
that an accounting of Wolfe’s profits and appellee’s damages be had. 

October 29, 1957. Following hearing on the accounting, an order was made by the 
District Court resolving disputes as to the proper method and applicable period of 
accounting, the measure of profits and allowable deductions. 

April 11, 1958. The accounting report of the District Court was filed together 
with its findings of fact and conclusions of law. 

April 15, 1958. Judgment was entered pursuant to the report, findings and con- 
clusions against Wolfe and in favor of appellee in the sum of $239,457.86: $178,657.86 
in profits realized by Wolfe from the sale of DUTCH products, $60,800.00 damages 
incurred by appellee for counsel fees. 

May 13, 1958. This appeal was taken by Wolfe. 
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It is clear, however that in the making of an accounting an infringer 
is not permitted such a setoff. Mr. Justice Cardozo, in the case of a patent 
infringement, Duplate Corporation v. Triplex Safety Glass Co., 298 US. 
448, 458 (29 USPQ 306) (1936), stated the principle as follows: 


“The owner of the patent in holding the infringers to an accounting 
is not confined to all or nothing. There may be an acceptance of trans- 
actions resulting in a gain with a rejection of transactions resulting 
in a loss. Upon a statement of an account, a patentee is not looked 
upon as a ‘quasi-partner of the infringers,’ under a duty to contribute 
to the cost of the infringing business as a whole. McKee Glass Co. v. 
H.C. Fry Glass Co., 248 Fed. 125, 128. He is the victim of a tort, 
free at his own election to adopt what will help and discard what will 
harm.” 


See also National Carbon Co. v. Richards & Co., 2 Cir., 85 F.2d 490, 492 
(30 USPQ 327) (1936); Coca Cola Co. v. Dizxie-Cola Laboratories, Inc. 
(Md., 1944), 57 F.Supp. 911, 912, 913 (34 TMR 356) ; Adolph Gottscho v. 
American Marking Corporation, 26 N.J. 229, 189 A.2d 281 (48 TMR 858) 
(1958). The same principle applies in trademark cases. Coca Cola Co. v. 
Dizxie-Cola Laboratories, Inc., supra. See 3 Restatement, Torts, 747, com- 
ment d (1938). 

Wolfe contends that in several respects the District Court erred in 
fixing the limits of the accounting period and that a shorter period was 
called for under the facts. 

First, it is asserted that the period should have commenced no earlier 
than May 1, 1949, since before that date the business had been carried on 
in corporate form by the predecessors of the present partnership. We 
need not consider whether error was committed in this respect. No preju- 
dice could have resulted since no profit was charged to Wolfe during 
this period. 

Wolfe next asserts that the accounting period should have been held 
to terminate at an earlier date than January 15, 1956. 

On October 1, 1949, Wolfe retained counsel who advised him that he 
was not in infringement. He asserts that thereafter he acted in good faith 
and in reliance upon such advice and that an accounting is not proper 
during that period when infringement was innocent. 

Further, on January 5, 1953, by judgment of the District Court (see 
footnote 1), it was held that Wolfe was not in infringement. Wolfe asserts 
that, until this judgment was reversed by this Court, he acted in good 
faith and in reliance upon the judgment of the District Court and that his 
infringement during this period must be recognized to have been innocent. 

It was not innocent, however, in its inception. As has been judicially 
determined, it was a deliberate and fraudulent appropriation to himself of 
the good will of appellee. Throughout this period, Wolfe had full knowledge 
of-the facts and of appellee’s claim of infringement. Whether he believed 
himself to be within the law or not, he was knowingly and deliberately 
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cashing in upon the good will of appellee. This is such an infringement as 
will justify an accounting of profits. Lawrence-Williams Co. v. Societe 
Enfants Gombault et Cie, 6 Cir., 52 F.2d 774 (21 TMR 608) (1931). This 
course moreover continued after reversal by this Court and until halted 
by order of the District Court in response to our mandate. One may view 
with some skepticism the proposition that the conduct of Wolfe from 
time to time throughout this continuing and constant course of infringe- 
ment assumed an aspect of innocence wholly free from the original fraudu- 
lent intent. 

Under the facts of this case, there was no error in holding the account- 
ing period to continue beyond the District Court judgment in favor of 
Wolfe. Champion Spark Plug v. Reich (Mo., 1943), 49 F.Supp. 903 (33 
TMR 279) ; and see Notaseme Hosiery Co. v. Straus (D.C.S.D.N.Y., 1913), 
209 Fed. 495, 496 (4 TMR 52), affirmed, 2 Cir., 215 Fed. 361 (1914), 
reversed on other grounds, 240 U.S. 179 (6 TMR 103) (1916). 

The counterclaim of appellee was filed November 19, 1949, and had 
reference to matters occurring between 1946 and June, 1949. Wolfe con- 
tends that these dates limited the matters at issue and that these issues 
provide no basis for an accounting beyond June, 1949. 

Where accounting is proper, the accounting period should, in our view, 
be regarded as co-extensive with the period of infringement (see Century 
Distilling Co. v. Continental Distilling Corp., 3 Cir., 205 F.2d 140, 142 
(98 USPQ 43) (1953), cert. den., 346 U.S. 900 (99 USPQ 490) (1953) ; 
Champion Spark Plug v. Reich (Mo., 1943), 49 F.Supp. 903 (33 TMR 
279)), and the infringer must bear the burden of establishing that the 
infringement has so changed in character as to justify a relief from 
accounting. See 2 Wigmore, Evidence, §§ 395, 487 (3rd Ed., 1940); and 
ef. Mishawaka Co. v. Kresge Co., 316 U.S. 203 (832 TMR 42) (1941). There 
has been no such showing here. We see no good reason for relieving Wolfe 
from liability for that period during which he persisted in infringement 
in the face of the formal demands of appellee. An inference of continuing 
deliberate and fraudulent intent is clearly available. 

Wolfe next challenges the manner in which the account and report 
of the District Court ascertained the administrative and manufacturing 
costs attributable to purcH products and thus determined the net profits 
for which Wolfe was liable. During the period in question, Wolfe was not 
selling puTcH products alone. Much of his business had no relation to the 
infringed trademark. Unlabeled paint was sold, and paint was sold under 
labels other than putcH. It therefore became necessary to apportion costs 
between DUTCH and non-DUTCH products. The records kept by Wolfe and 
made available to appellee did not contain data from which an accurate 
apportionment could be made. Appellee, in the District Court, therefore 
proposed the “sales-ratio” method: applying to the joint expense the ratio 
of receipts from the sale of infringing goods to the total receipts. Applica- 
tion of this ratio showed 64% of costs to be attributable to putcH products. 
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This method is recognized as proper where a more exact basis of appor- 
tionment is not available. National Folding-Box & Paper Co. v. Dayton 
Paper Novelty Co. (Ohio, 1899), 95 Fed. 991; Duro Co. (of Ohio) v. Duro 
Co. (of New Jersey), 3 Cir., 56 F.2d 313, 315-316 (22 TMR 83) (1932) ; 
Flat Slab Patents Co. v. Turner, 8 Cir., 285 Fed. 257, 277 (1922), cert. 
den., 262 U.S. 752 (1923). 

In the District Court, Wolfe opposed the application of this method 
as wholly inappropriate to the type of business operated by him. He testi- 
fied that, on the whole, throughout the ten-year period he had lost money 
on DUTCH products; that 85% would be a fair figure at which to fix DUTCH 
administrative costs; that for the first four years 89% would be a fair figure 
for DUTCH manufacturing costs and that this figure would be higher for 
subsequent years. 

As a result of the testimony of Wolfe, the District Court refused to 
accept the sales-ratio method without qualification. At the same time, the 
court refused to accept the conclusions of Wolfe, finding that, while they 
were fundamentally sound in general principle, still in their application 
to the facts they were so far removed from accepted accounting principles 
as to “present endless problems and require a multitude of adjustments.” 

The court then struck a compromise. It accepted Wolfe’s figure of 
85%. To compensate for higher manufacturing costs, it then deducted 
20% of the profits as computed by the 85% figure. 

Wolfe contends that this manner of determining profits was clearly 
erroneous. 

We must recognize as established law that the burden of proving costs 
is upon Wolfe. Section 35 of the Lanham Act (15 U.S.C. § 1117) provides: 


“In assessing profits the plaintiff shall be required to prove defen- 
dant’s sales only; defendant must prove all elements of cost or deduc- 
tion claimed.” 


The question is whether Wolfe, by testimony and exhibit, has so clearly 
borne this burden as to demonstrate that the finding of the court was 
clearly erroneous. In our view, Wolfe’s proof cannot be said to have met 
this test. It was limited to the years 1946-1949 and was based not upon 
records but upon recollection, estimate and approximation. In some re- 
spects it was demonstrably erroneous.” Record proof of certain profitable 
non-DUTCH transactions, it is true, was made. These transactions, however, 
for the most part, occurred during periods when no profits were attributed 
to DUTCH products, and there was testimony that such transactions occurred 
less frequently as war surplus because less available. From an examination 
of the record, we cannot say that Wolfe’s proof of costs was of such a 
degree of exactness as to render the conclusions of the court clearly 
erroneous. Rule 52(a), Federal Rules of Civil Procedure. 


2. E.g. Inclusion as cost items of salaries to appellants totalling $204,000.00 and 
legal fees, paid in connection with the prosecution of this action of some $29,000.00. 
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Wolfe asserts that from 1946 to 1949 a titanium pigment shortage 
existed and that any profits realized during this period were attributable 
to this shortage. He contends that it was error therefore to attribute profits 
during this period to the putcH label. 

Upon this contention the burden is upon Wolfe to prove that sales 
were “demonstrably not attributable” to the infringing mark. Mishawaka 
Manufacturing Co. v. Kresge Co.; 316 U.S. 203, 206 (32 TMR 42) (1942). 
The District Court found that Wolfe had “signally failed” to meet this 
burden. We agree. 

Wolfe claims that, from 1946 to 1949, approximately one-third of the 
paint sold was unlabeled and that the figures on DUTCH sales should there- 
fore be reduced by one-third. There is evidence that some DUTCH paint 
was sold unlabeled. There is no evidence, however, as to the amount or that 
the sales were invoiced as puTcH sales. The contention must be rejected. 

Wolfe further assigns as error the action of the District Court in 
disallowing certain deductions from profits claimed by Wolfe. 

First, fees and costs paid to the attorneys for Wolfe in connection 
with this litigation. These are not proper deductions under the facts of 
this case. Duro Co. (of Ohio) v. Duro Co. (of New Jersey), 3 Cir., 56 F.2d 
313 (22 TMR 83) (1932); Champion Spark Plug Co. v. Sanders (D.C. 
E.D.N.Y., 1952), 108 F.Supp. 674 (48 TMR 264), affirmed, 2 Cir., 204 
F.2d 125 (43 TMR 9438) (1953). 

Second, income taxes paid during the period in question. In the 
absence of mitigating circumstances, which do not appear here, these are 
not proper deductions. L. P. Larson, Jr., Co. v. William Wrigley, Jr., Co., 
277 U.S. 97 (18 TMR 319) (1928) ; Alfred Bell & Co. v. Catalda Fine Arts, 
2 Cir., 191 F.2d 99, 106 (90 USPQ 153) (1951); Sheldon v. Metro- 
Goldwyn Pictures Corporation, 2 Cir., 106 F.2d 45, 53 (42 USPQ 540) 
(1939), affirmed 309 U.S. 390 (44 USPQ 607) (1940); Goodyear Tire & 
Rubber Co. v. Overman Cushion Tire Co., 6 Cir., 95 F.2d 978, 985 (37 
USPQ 479) (1938), certiorari dismissed on motion of petitioners, 306 U.S. 
665 (1939). 

Third, compensation to Wolfe and his partners for services rendered 
to the business. This is not a proper deduction under the facts of this case. 
Callaghan v. Myers, 128 U.S. 617 (1888) ; Duro Co. (of Ohio) v. Duro Co. 
(of New Jersey), 3 Cir., 56 F.2d 313, 315 (22 TMR 83) (1932) ; Champion 
Spark Plug Co. v. Sanders (D.C.E.D.N.Y., 1952), 108 F.Supp. 674, 678 
(43 TMR 264) affirmed, 2 Cir., 204 F.2d 125 (43 TMR 943) (1953). 

Finally, Wolfe assigns as error the inclusion in the judgment of an 
allowance to appellee for counsel fees. In the light of the judicial deter- 
mination that the infringement was deliberate and fraudulent, this allow- 
ance was proper. National Van Lines Co. v. Dean, 9 Cir., 237 F.2d 688, 694 
(47 TMR 198) (1956). 

Affirmed. 
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STAR WATCH CASE COMPANY v. GEBRUDER JUNGHANS, A. G. 
Appl. No. 6441 — CCPA — June 30, 1959-— 122 USPQ 370 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


J in 8-pointed border (Applicant) Watches, clocks and parts 
thereof 


STAR W.C. CO. (Opposer ) Watch cases 
STAR WATCH CASE 
COMPANY (with 
5-pointed star) 
STARWHITE 
5-pointed star 
(design ) 


Determination of likelihood of confusion or a mistake or deception of purchasers 
as to source of origin requires subjective evaluation of the impact of marks on 
potential purchasers as encountered on goods of parties in their usual markets. 
Each case must rest upon its own distinct fact situation. 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Applicant has a composite mark creating unitary psychological impression in 
mind of purchaser so distinct from the impression created by opposer’s marks that 
there is no likelihood of confusion or mistake as to source of origin of goods on 
which the marks are respectively used. 8-pointed border design is not dominant 
feature of applicant’s mark nor is such border a star. 


Opposition proceeding No. 34,180 by Star Watch Case Company v. 
Gebruder Junghans, A. G., application Serial No. 657,612 filed December 8, 
1953. Opposer appeals from decision of Examiner-in-Chief dismissing 
opposition. Affirmed. 

Case below reported at 48 TMR 224. 

William E. Schuyler, Jr. (Francis C. Browne and Andrew B. Beveridge 
of counsel) of Washington, D.C., for appellant. 

Watson, Cole, Grindle & Watson (F. M. deRosa of counsel) of Washing- 
ton, D.C., for appellee. 


Before WorRLEY, Chief Judge, Rich, MARTIN, and Smit, Associate Judges, 
and Burcer, Judge.’ 


SMITH, Judge. 

The Commissioner of Patents, acting through the Examiner-in-Chief, 
affirmed the decision of the Examiner of Interferences which dismissed 
the present trademark opposition instituted by appellant Star Watch Case 
Company. See 115 USPQ 34 (48 TMR 224). 


1. United States Circuit Judge for the United States Court of Appeals for the 
District of Columbia Circuit, designated to participate in place of Judge O’CONNELL, 
pursuant to the provisons of Title 28, United States Code Section 291 (b). 
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The mark sought to be registered by appellee, for watches and clocks 


and parts thereof, consists of the letter “J” surrounded by an eight-pointed 
border as shown in the following facsimile: 


Appellant bases the opposition upon four registered marks used by 
it on “watch cases.” The marks are shown in the following facsimiles: 


Registration No. 84,196 


Registration No. 195,577 


ATOx, 
STAR YY CASE 
COMPANY 


Registration No. 263,981 


STARWHITE 


Registration No. 586,651 


The principal issue here, which is determinative of all the issues raised 
by appellant’s notice of appeal is: Does appellee’s mark shown in its op- 
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posed application, serial No. 657,612, when applied to its goods, so nearly 
resemble any or all of appellant’s registered trademarks as to be likely 


to cause confusion or mistake or to deceive purchasers as to the source 


or origin of the goods to which it is applied? 

The determination of this issue requires that we evaluate the marks 
for the purpose of determining their probable impact upon potential pur- 
chasers as the marks would be encountered on the products of the respective 
parties in their usual markets. This evaluation is subjective and requires, 
among other things, a consideration of the probable psychological reactions 
of potential purchasers to the respective marks. Leeds, ‘“Trademarks— 
The Rationale of Registrability,’ 26 George Washington Law Review 
653,660 (48 TMR 903). 

In making such a subjective evaluation, prior decisions are of little 
value. Each case must rest upon its own distinctive fact situation. Kitchen- 
Quip, Inc. v. Sunbeam Corp., 42 CCPA 869, 222 F.2d 265, 105 USPQ 430 
(45 TMR 1108). 

Our evaluation of the marks here in issue agrees with the detailed 
evaluation of the respective marks as set forth in the Commissioner’s 
decision. 

No testimony was taken by either party, so our evaluation, as were 
the evaluations in the decisions below, must be based essentially on what 
we find in the opposed application and in opposer’s registrations. 

Appellee’s mark is a composite mark consisting of the letter “J” 
enclosed in an eight pointed border design. It is our view that the effect 
of this mark is to create a unitary psychological impression in the mind 
of the purchaser which is so distinct from the impressions created by any 
or all of appellant’s said marks that there is no likelihood of confusion 
or mistake as to the source of origin of the goods on which the respective 
marks are used. 

We are unable to find from the record before us any facts which show 
a likelihood of confusion between appellee’s opposed mark and appellant’s 
mark STARWHITE shown in its registration No. 263,981. The differences 
between the marks which preclude any possibility of confusion are so 
obvious as to require no discussion. 

Neither do we find any reasonable likelihood of confusion between 
appellee’s opposed mark and appellant’s registrations Nos. 84,196 and 
195,577 in which the word sTar is used. The eight pointed border design 
used in appellee’s mark does not, in our opinion, suggest the word sTAR. 

We come now to a consideration of appellant’s position that there 
is a likelihood of confusion between the border design of appellee’s mark 
and appellant’s five pointed star shown in its. registrations Nos. 195,577 
and 586,651. This position is based upon two assumptions, neither of which 
we are willing to accept: 
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(1) That the dominant feature of appellee’s mark is the eight 
pointed border design, and 


(2) That this eight pointed border design of appellee’s mark is 
a “star.” 


As to appellant’s first assumption, it is our opinion, as indicated above, 
that appellee’s mark is a unitary, composite mark and that such a mark 
should not be broken down into its individual components in deciding the 
issues here presented. In appellee’s mark, as we view it, the initial “J” 
and the border design together create a single unitary impression on the 
mind of the purchaser. In this mark, the border design alone is not the 
dominant feature. 

As to appellant’s second assumption, we cannot agree that the im- 
pression created by appellee’s mark when taken,as a whole suggests a 
star or is likely to cause confusion with appellant’s use of a conventional 
five pointed star figure outline. 

The figure outline of the five pointed star shown in appellant’s said 
registrations is the visual image commonly associated with the word 
“star.” Appellant’s registrations which show the star figure show it as 
a separate entity. Nothing is placed inside the star figure outline which 
modifies or changes the psychological impression that the figure is that 
of a conventional five pointed star. It is our opinion that appellee’s use 
of an eight pointed border design around the letter “J” creates an entirely 
different impression from the impression created by appellant’s marks. 

While the word “star” admittedly may describe a figure of more than 
five points, we are not here concerned with semantics. We must look 
instead to the respective marks of the parties. As used in appellant’s regis- 
trations, the word “star” has been long associated with the conventional 
five pointed star figure outline. Appellee’s mark uses a distinct and dif- 
ferent figure outline for its border around the letter “J.” To call this 
border a “star” merely confuses the issue. The marks themselves are 
distinct and create entirely different psychological impressions. 

In arriving at these conclusions, we have considered the circumstances 
surrounding the purchase of watches and clocks and the impressions created 
by the respective marks. We also have considered that both marks may 
be used on watch cases. However, we do not consider this to be a deter- 
mining factor. We do not think any of the probable purchasers of either 
appellant’s or appellee’s goods would be confused or misled as to the 
sources of watch cases or of parts for watches and clocks, which they might 
purchase and which would be identified by the marks here involved. 

We have reviewed appellant’s claim of estoppel which it bases upon 
appellee’s rejected and abandoned application, serial No. 655,524. While 
we question whether this application is properly before the court in this 
proceeding, we have considered it. We agree with the decision below that 
such application does not create an estoppel. We think that such inferences 
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as may be drawn from the history of this application support our view 
that the marks here in issue are different and that confusion is not likely 
between the mark sought to be registered and opposer’s marks. 

We also have considered appellant’s position based on the showing 
of appellee’s marks in its 1898 catalogue. On the record here before us 
we question the probative value of this catalogue. We have, however, 
considered it in passing on the question of the nature of the mark appellee 
seeks to register. This catalogue shows appellee’s mark used as a seal or 
symbol in which the letter “J” is prominently displayed in the eight 
pointed border design. In our opinion, appellee’s catalogue thus tends to 
support our view that its mark sought to be registered is a composite mark. 
We do not find in this catalogue any suggestion of the five pointed star 
figure outline of appellant’s registered marks except in one instance where 
it is used as a border design for the letter “J.” 

It seems to us, the dominant and distinctive feature of appellee’s mark 
is its use of the letter “J” displayed in the eight pointed border design 
as the composite mark sought to be registered. It is our opinion that this 
mark is not likely to cause confusion with any of appellant’s registered 
marks upon which the present opposition is based. 

The decision of the Commissioner is affirmed. 

BurceEr, Judge, did not participate in decision. 
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IN RE MEYER & WENTHE, INC. 
Appl. No. 6447 —CCPA — June 30, 1959-—122 USPQ 372 


2.26—REGISTRABILITY—SECONDARY MEANING MARKS 

OFFICIAL is basically descriptive of seals, the primary meaning relating to 
authenticity of an impression and of a device imparting the impression, but is not 
incapable of becoming distinctive of applicant’s goods (seal presses). 

2.26—REGISTRABILITY—SECONDARY MEANING MARKS 
2.13—REGISTRABILITY—EVIDENCE 

Applicant has burden of proving distinctiveness of mark by clear and convinc- 
ing evidence that mark identifies the producer or manufacturer and not merely the 
product. Proof of substantially exclusive and continuous use in commerce by appli- 
cant for 5 years next preceding date of application may be sufficient in some 
instances; but when word is not only descriptive but connotes authorized activity, 
much stronger proof is required showing that mark is distinctive not only to experts 
in the field but to the purchasing public. While affidavit of retailer may establish 
implied recognition by ultimate consumer in some instances, in others consumer 
affidavits would be in order. 

Affidavit of applicant’s president failing to assert substantially exclusive and 
continuous use by applicant for 5 years next preceding application is of no proba- 
tive value. 

Expert affidavits may suffice where other evidence shows the consuming public 
identifies origin of goods by the mark in the same manner as experts; but that 
persons in close association with applicant (wholesalers, dealers) identify appli- 
cant’s goods by the mark would be expected, and is insufficient; that purchasers 
consistently asked for seals by designation OFFICIAL does not establish that they 
considered it any more than a descriptive term. Registration refused. 


Application for trademark registration by Meyer & Wenthe, Inc., 
Serial No. 4,816 filed March 19, 1956. Applicant appeals from decision of 
Commissioner of Patents refusing registration. Affirmed. 

Case below reported at 48 TMR 527 and 774. 


Watson D. Harbaugh, of Chicago, Ill., and Robert B. Harmon, of Wash- 
ington, D.C., for appellant. 
‘Clarence W. Moore (J. Schimmel of counsel) for Commissioner of Patents. 


Before Wor.LEyY, Chief Judge, Rich, MarTIN, and SmirTu, Associate Judges, 
and Burcer, Judge.* 


MARTIN, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
acting through the Assistant Commissioner, affirming the decision of the 
Examiner of Trademarks refusing to register OFFICIAL as a trademark for 
seal presses. 

Appellant affixes the mark in question on a press designed to re- 
movably receive various dies for impressing embossed seals. The seals 


* United States Circuit Judge for the United States Court of Appeals for the 
District of Columbia Circuit, designated to participate in place of Judge O'CONNELL, 
pursuant to the provisions of Title 28, United States Code, Section 291(b). 
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impressed may be of any character such as the familiar corporate or 
notarial seals, or otherwise personalized impressions. 

The Commissioner held that the term OFFICIAL, as applied to such 
presses, 116 USPQ 260, 261 (48 TMR 774), “* * * has a single primary 
connotation which embraces at one and the same time the press, the die 
and the impression made.” It was found that the impressions made by 
the dies are commonly used to attest or to authenticate documents and 
as such are “official seals,” pertaining to the authority of some office. 
So finding, the Commissioner then concluded that “ * * * the word does not 
and cannot, in the minds of ultimate purchasers, identify and distinguish 
applicant’s goods.” 

In reaching the conclusion that orricrAL “* * * does not and cannot 
* * *” become distinctive of applicant’s goods, several affidavits sub- 
mitted by applicant from manufacturers of competitive products and dis- 
tributors of applicant’s products, introduced in an attempt to show such 
distinctiveness, were considered. 

Appellant contends that the Commissioner erred in determining 
OFFICIAL to be descriptive of seal presses, as well as of the impressions made 
by such presses when containing appropriately stamped dies. Appellant 
urges that the vast majority of its sales are of presses with blank dies, 
and in no sense can such devices be described as “official seals” since 
they are incapable of delivering an impression. 

It is further claimed that the affidavits submitted by the competing 
manufacturers, jobbers, and dealers are representative of 90% of the 
purchasers of appellant’s seal presses, and that these affidavits are sufficient 
to establish that OFFICIAL has become distinctive of the applicant’s goods 
in commerce. Appellant therefore argues that the Commissioner erred in 
considering the “minds of ultimate purchasers” in reaching the conclusion 
that the word in issue “* * * does not and cannot * * * identify and dis- 
tinguish applicant’s goods.” 

There is no question but that the word OFFICIAL is basically descriptive 
of seals and that its primary meaning in connection therewith relates to 
the authenticity of an impression or configuration of an authentic design, 
and of the device which imparts the impression of the design on soft 
substances. However, in spite of this primary meaning we do not believe 
that OFFICIAL comes within the category of words which cannot become 
distinctive of an applicant’s goods in commerce such as “Carillonie Bells” 
for electronically operated carillons,' or “Consistently Superior” for bakery 
goods.? If the proper proof of its distinctiveness is presented, we believe 
that OFFICIAL can be registered as a trademark to identify the origin of an 
article which imprints authentic designs and of the dies upon which the 





1. Schulmerich Electronics, Inc. v. J. C. Deagan, Inc., 40 CCPA 857, 202 F.2d 772, 
97 USPQ 141 (43 TMR 735). 

2. In re Dwernoy § Sons, Inc., 41 CCPA 856, 212 F.2d 202, 101 USPQ 288 (44 
TMR 831). 





Vol. 50 T. M.R. IN RE MEYER & WENTHE, INC. 61 





designs are cast, under the provisions of paragraph 2(f)* of the Trademark 
Act of 1946. 

The United States Supreme Court and other courts, including ours, 
have discussed the type of evidence which is required to give descriptive 
words the characteristic of being distinctive in the trademark sense. In 
Kellogg Company v. National Biscuit Company, 305 U.S. 111, 39 USPQ 
296, 299 (28 TMR 569), the Court stated: 


* * * But to establish a trade name in the term ‘shredded wheat’ the 
plaintiff must show more than a subordinate meaning which applies 
to it. It must show that the primary significance of the term in the 
minds of the consuming public is not the product but the pro- 
ducer, * * * 


This court in The Master, Wardens, Searchers, etc. v. Cribben and Sexton 
Co., 40 CCPA 872, 202 F.2d 779, 97 USPQ 153, 156-157 (43 TMR 634), 
said : 

The proper construction of Section 2(f) of the Act of 1946 was 
exemplified by Federico, Examiner-in-Chief of Trademarks, acting for 
the Commissioner of Patents, in Ex parte Pocket Books, Inc., 91 
USPQ 182, 184-185 (41 TMR 1122). There the Acting Commissioner 
held the burden of proof rests upon the applicant to establish that 
the mark of the applicant has become distinctive in commerce, and 
distinctiveness as a trademark should not be recognized without com- 
pletely overwhelming proof with respect to all aspects of the matter: 
“It seems to me that before it can be stated that a word which 
is a generic designation of an article can be considered as having 
acquired the status of a trademark of a single company for that 
same article, more should be shown than use by the applicant and 
the harmonious attitude of the trade. Jt would appear that before 
the word could be considered a trademark, it must have become 
practically obsolete as a generic name for the article and must be 
recogmzed by the public as a trademark rather than as a generic 

term of the English language.” 


The factual situation upon which the applicant relies in the case 
at bar is strikingly similar to the situation in Ex parte Pocket Books, 
Inc. The mere affidavit of appellee’s secretary together with the testi- 
mony of several witnesses clearly does not constitute a sufficient basis 
for appellee’s registration of the mark SHEFFIELD for use on stoves 
and ranges in this and foreign countries. 


3. Trademark Act of 1946, par. 2(f): 

No trademark by which the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the principal register on account of 
its nature unless it— 

* * . 

(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this 
section, nothing herein shall prevent the registration of a mark used by the applicant 
which has become distinctive of the applicant’s goods in commerce. The Commissioner 
may accept as prima facie evidence that the mark has become distinctive, as applied 
to the applicant’s goods in commerce, proof of substantially exclusive and continuous 
use thereof as a mark by the applicant in commerce for the five years next preceding 
the date of the filing of the application for its registration. (15 U.S.C. 1052) 
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impressed may be of any character such as the familiar corporate or 
notarial seals, or otherwise personalized impressions. 

The Commissioner held that the term OFFICIAL, as applied to such 
presses, 116 USPQ 260, 261 (48 TMR 774), “* * * has a single primary 
connotation which embraces at one and the same time the press, the die 
and the impression made.” It was found that the impressions made by 
the dies are commonly used to attest or to authenticate documents and 
as such are “official seals,” pertaining to the authority of some office. 
So finding, the Commissioner then concluded that “ * * * the word does not 
and cannot, in the minds of ultimate purchasers, identify and distinguish 
applicant’s goods.” 

In reaching the conclusion that oFFiciAL “* * * does not and cannot 
* * *” become distinctive of applicant’s goods, several affidavits sub- 
mitted by applicant from manufacturers of competitive products and dis- 
tributors of applicant’s products, introduced in an attempt to show such 
distinctiveness, were considered. 

Appellant contends that the Commissioner erred in determining 
OFFICIAL to be descriptive of seal presses, as well as of the impressions made 
by such presses when containing appropriately stamped dies. Appellant 
urges that the vast majority of its sales are of presses with blank dies, 
and in no sense can such devices be described as “official seals” since 
they are incapable of delivering an impression. 

It is further claimed that the affidavits submitted by the competing 
manufacturers, jobbers, and dealers are representative of 90% of the 
purchasers of appellant’s seal presses, and that these affidavits are sufficient 
to establish that orriciAL has become distinctive of the applicant’s goods 
in commerce. Appellant therefore argues that the Commissioner erred in 
considering the “minds of ultimate purchasers” in reaching the conclusion 
that the word in issue “* * * does not and cannot * * * identify and dis- 
tinguish applicant’s goods.” 

There is no question but that the word OFFICIAL is basically descriptive 
of seals and that its primary meaning in connection therewith relates to 
the authenticity of an impression or configuration of an authentic design, 
and of the device which imparts the impression of the design on soft 
substances. However, in spite of this primary meaning we do not believe 
that OFFICIAL comes within the category of words which cannot become 
distinctive of an applicant’s goods in commerce such as “Carillonie Bells” 
for electronically operated carillons,' or “Consistently Superior” for bakery 
goods.? If the proper proof of its distinctiveness is presented, we believe 
that OFFICIAL can be registered as a trademark to identify the origin of an 
article which imprints authentic designs and of the dies upon which the 





1. Schulmerich Electronics, Inc. v. J. C. Deagan, Inc., 40 CCPA 857, 202 F.2d 772, 
97 USPQ 141 (43 TMR 735). 

2. In re Dwernoy § Sons, Inc., 41 CCPA 856, 212 F.2d 202, 101 USPQ 288 (44 
TMR 831). 
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designs are cast, under the provisions of paragraph 2(f)* of the Trademark 
Act of 1946. 

The United States Supreme Court and other courts, including ours, 
have discussed the type of evidence which is required to give descriptive 
words the characteristic of being distinctive in the trademark sense. In 
Kellogg Company v. National Biscuit Company, 305 U.S. 111, 39 USPQ 
296, 299 (28 TMR 569), the Court stated: 


* * * But to establish a trade name in the term ‘shredded wheat’ the 
plaintiff must show more than a subordinate meaning which applies 
to it. It must show that the primary significance of the term in the 
minds of the consuming public is not the product but the pro- 
ducer, * * * 


This court in The Master, Wardens, Searchers, etc. v. Cribben and Sexton 
Co., 40 CCPA 872, 202 F.2d 779, 97 USPQ 153, 156-157 (48 TMR 634), 
said: 

The proper construction of Section 2(f) of the Act of 1946 was 
exemplified by Federico, Examiner-in-Chief of Trademarks, acting for 
the Commissioner of Patents, in Ex parte Pocket Books, Inc., 91 
USPQ 182, 184-185 (41 TMR 1122). There the Acting Commissioner 
held the burden of proof rests upon the applicant to establish that 
the mark of the applicant has become distinctive in commerce, and 
distinctiveness as a trademark should not be recognized without com- 
pletely overwhelming proof with respect to all aspects of the matter: 
“It seems to me that before it can be stated that a word which 
is a generic designation of an article can be considered as having 
acquired the status of a trademark of a single company for that 
same article, more should be shown than use by the applicant and 
the harmonious attitude of the trade. Jt would appear that before 
the word could be considered a trademark, it must have become 
practically obsolete as a generic name for the article and must be 
recogmzed by the public as a trademark rather than as a generic 

term of the English language.” 


The factual situation upon which the applicant relies in the case 
at bar is strikingly similar to the situation in Ex parte Pocket Books, 
Inc. The mere affidavit of appellee’s secretary together with the testi- 
mony of several witnesses clearly does not constitute a sufficient basis 
for appellee’s registration of the mark SHEFFIELD for use on stoves 
and ranges in this and foreign countries. 


3. Trademark Act of 1946, par. 2(f): 


No trademark by which the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the principal register on account of 
its nature unless it— 

> * * 

(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this 
section, nothing herein shall prevent the registration of a mark used by the applicant 
which has become distinctive of the applicant’s goods in commerce. The Commissioner 
may accept as prima facie evidence that the mark has become distinctive, as applied 
to the applicant’s goods in commerce, proof of substantially exclusive and continuous 
use thereof as a mark by the applicant in commerce for the five years next preceding 
the date of the filing of the application for its registration. (15 U.S.C. 1052) 
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However, in Jn re Hollywood Brands, Inc., 41 CCPA 1001, 214 F. 2d 139, 
102 USPQ 294, 295 (44 TMR 1425), our court reviewed the opinion in 
The Master case, and stated :* 


There is no doubt that Congress intended that the burden of 
proof should rest upon the applicant for registration, but it set up 
no standard by which the ‘distinctiveness’ of a mark was to be deter- 
mined other than to suggest that substantially exclusive and con- 
tinuous use of a mark in commerce for the 5 years immediately 
preceding application for registration could be considered as prima 
facie proof that it had become distinctive. 

The cases cited by the respective counsel have been examined but 
we find none of them sufficiently in point to be controlling; we do find, 
however, an increasing tendency to require more and still more proof 
from an applicant for registration under section 2(f) than we think 
Congress fairly intended to impose. For example, the broad language 
used in the case of The Master, Wardens, Searchers, Assistants and 
Commonalty of the Co. of Cutlers in Hallamshire in the County of 
York v. Cribben and Sexton Co., 40 C.C.P.A. (Patents) 872, 878, 202 
F.2d 779, 97 USPQ 153, 157 (43 TMR 634), was not necessary to the 
proper disposition of that controversy nor do we think it applicable 
to the facts at bar. 


As to the question of what evidence is required to establish that the pur- 
chasing public identifies the manufacturer by a specified mark our court 
in In re Duvernoy & Sons, Inc., supra, 101 USPQ at 289 (44 TMR 831), 
said: 


The appellant seemingly concedes that the term in question is, 
in a sense, laudatory or exclamatory and would require proof of the 
most convincing character to support a claim to distinctiveness. The 
affidavits relied upon to establish such distinctiveness, as applied to 
the appellant’s goods, do not, however, sufficiently reflect the views of 
the purchasing public with respect thereto, being attestations from 
persons in close association and intimate contact with its business. 
We are in entire agreement with the Solicitor for the Patent Office 
in his statement that ‘such persons would be much more familiar with 
the words and devices employed by bakers than would members of 
the general public. It follows that the fact that these experts recog- 
nize a connection between the appellant and words “consistently Su- 
perior” is insufficient to establish that the public would recognize such 
a connection.’ Accordingly, despite the long and widespread usage of 
the term in question, it is our belief that the appellant has failed on 
the record to establish the requisite public understanding necessary to 
registration under section 2(f), supra. — 


In this connection the Circuit Court of Appeals in Steem-Electric 
Corp. v. Herzfeld-Phillipson Co. et al., 118 F.2d 122, 48 USPQ 92, 94-95 
(31 TMR 85), stated: 


4. See also In re True Temper Corp., 42 CCPA 790, 219 F.2d 957, 105 USPQ 69 
(45 TMR 584). 
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Assuming that plaintiff’s testimony in this respect furnishes some 
support for its contention that the trademark STEEM-ELECTRIC carried 
a secondary meaning, it must be remembered that its dealers and 
agents, exclusively engaged in purchasing and selling its product, 
would naturally associate with plaintiff the product sold under its 
tradename. It does not follow that the public or any considerable 
portion thereof would be thus impressed. 


Even though we can draw some general principles from these above 
cited cases which can serve as guides in deciding the case at bar, this 
controversy must, as in all cases, be decided upon the specific facts as 
they appear in the record. However, the following general principles 
have been established. First of all, the applicant has the burden of proving 
the distinctiveness of his mark by showing by clear and convincing evi- 
dence that the mark identifies the producer or manufacturer and not just 
the product. In some instances “proof of substantially exclusive and con- 
tinuous use * * * [of the] mark by the applicant in commerce for the 
five years next preceding the date of the filing of the application * * *”’ ® 
may be sufficient. On the other hand, when the word is not only descrip- 
tive but, as here, connotes an authorized activity, much stronger proof is 
required. 

It is incumbent upon the applicant to submit proof that its mark 
is distinctive, not only to “experts” in the field, but to the purchasing 
public. Although in some instances numerous affidavits of retailers® are 
all that would be required to establish implied recognition by the ultimate 
consumers, in others, in order to be convinced that the purchasing public 
identifies the producer of the goods by the mark, consumer affidavits would 
be in order.’ 

Coming now to the evidence in this case, there is an affidavit by 
applicant’s president, and five others; three representing jobbers, one a 
competitor and one a dealer. 

In so far as the affidavit of the president of applicant is concerned 
it does not meet the requirements of paragraph 2 (f) in establishing a 
prima facie case. In fact, there is no reference to substantially exclusive 
and continuous use of the mark by the applicant in commerce for the five 
years next preceding the filing of the application. We find this affidavit 
to have no probative value. 

The other five affidavits offered in evidence state, inter alia, that the 
affiants identify appellant’s seal presses by the designation OFFICIAL; that 
their customers order the presses by this designation; that the word 
OFFICIAL identifies the seals as made by the applicant, Meyer & Wenthe, 
Ine.; and that this designation has been known to affiants for over ten 
years. Except for the affidavit of the dealer the other four affidavits, in 


Par. 2(f), Trademark Act of 1946. 
In re Hollywood Brands, Inc., supra. 
In re Duvernoy & Sons, Inc., supra. 
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using the word “customers,” refer to retailers and not to the ultimate 
consumer. In some instances, where it may be obvious from other evidence 
that the general consuming public identifies the origin of the product 
by the mark in question in the same fashion as do the “experts” in the 
trade, “expert” affidavits would be sufficient ; nevertheless, we do not believe 
that such affidavits are sufficient to maintain applicant’s position here. 

For these affidavits represent the views of persons in “* * * close 
association and intimate contact * * *”* with the applicant; in fact, 
various of the declarants are “* * * exclusively engaged in * * * selling 
its product * * *,”° and thus would be expected to readily identify the 
origin of the goods. It remains to be seen whether the public would infer 
a similar association. Although the affidavit of the dealer refers to the 
consuming public in using the word “customers” we do not believe that 
in stating “* * * our customers consistently ask for pocket seals by the 
trademark name OFFICIAL * * *” that this affiant has established that 
these purchasers considered the word official anything more than a descrip- 
tive term being used in its primary sense. 

Other evidence introduced by applicant includes Meyer & Wenthe’s 
catalogs and price lists mailed to the trade, bulletins and stuffers showing 
that the word OFFICIAL has been used in connection with the particular 
seal press and dies offered for sale. Of course, this material does not 
establish that the consuming public identifies the origin of this article 
by the word orriciAL. Furthermore, one of the displays in the catalog 
under the term “County” seal states: 

An extra heavy Press for Great Seals used by States, Counties and 

Cities. Also for Official Court Seals and Seals for various Govern- 

mental Departments and Agencies” {Emphasis added. | 


Evidently, even applicant uses the word official in its primary sense in 
advertising its merchandise. Also, we notice on the same page besides 
“County” seal the presence of “Consular” seal. Except for the fact that 
more material has been placed in the record involving the OFFICIAL seal, 
we see no reason to treat this mark any differently than “County” or 
“Consular” seals in so far as this record is concerned. 

Under these circumstances, where the word involved has not only a 
primary descriptive connotation but also carries with it a note of authority, 
much more than the evidence introduced by applicant is necessary to show 
that OFFICIAL has become distinctive of the applicant’s goods in commerce. 

For the above reasons we affirm the decision of the Commissioner of 
Patents. 

WoRLEY, Chief Judge, did not participate in decision because of illness. 








8. Inre Duvernoy § Sons, Inc., supra. 
9. Steem-Electric Corp. v. Herzfeld-Phillipson Co. et al., supra. 
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SUNDURE PAINT CORPORATION v. MAAS & WALDSTEIN CO. 


Appl. No. 6453 — CCPA — June 30, 1959 -— 122 USPQ 377 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
PLEXTRUM (Applicant ) Acrylic masonry coating 


PLEXTONE (Opposer ) Industrial coating finishes for 
producing multiple film coat- 
ings 


Applicant’s prior registration having a feature in common with opposer’s mark, 
while admissible in evidence, does not show the common feature to be suggestive 
of the goods, nor is a common prefix in the marks for goods in the same field of 
significance, when the marks viewed in their entireties are likely to cause confusion. 


PLEXTRUM for applicant’s goods held confusingly similar to PLEXTONE, 


2.13—REGISTRABILIT Y—EVIDENCE 

Absent any evidence of restriction of applicant’s mark to specific channels of 
trade, court assumes all conventional methods of distribution are contemplated. 
Evidence of use of opposer’s mark in sales to manufacturers and to authorized 
distributors who sell to contractors, in consumer leaflets and magazine advertise- 
ments directed to general public show channels of trade through which applicant’s 
and opposer’s products move are, or are likely to be, the same or at least over- 
lapping in some categories. 

Opposer has shown a variety of purchasers having no special technical skill, 
and the consuming public reached by applicant’s advertisements are not. discriminat- 
ing purchasers. 


Opposition proceeding No. 34,528 by Maas & Walstein Co. v. Sundure 
Paint Corporation, application Serial No. 663,754 filed April 1, 1954. Ap- 


plicant appeals from decision of Commissioner of Patents sustaining oppo- 


sition. Affirmed. 
Case below reported at 48 TMR 642. 
Herbert J. Jacobi, of Washington, D. C., for appellant. 
Harry C. Bierman and Jordan B. Bierman, of New York, N. Y., for appellee. 
Before WorLEY, Chief Judge, Rich, MARTIN, and SMITH, Associate Judges, 
Burcer, Judge.* 
MartTINn, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
acting through the Assistant Commissioner, reversing the decision of the 
Examiner of Interferences, and sustaining the opposition brought by 
appellee, Maas & Waldstein Co., to the application for registration of 








* United States Circuit Judge for the United States Court of Appeals for the 
District of Columbia Circuit, designated to participate in place of Judge O’Connell, 
pursuant to the provisions of Title 28, United States Code, Section 291(b). 
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PLEXTRUM!? for an “acrylic masonry coating.” Opposer’s earlier use and own- 
ership of the trademark PLEXTONE’ for “industrial coating finishes for 
producing multiple-colored film coatings” are conceded. 

The Commissioner, 115 USPQ 414, 415 (48 TMR 642), found that 
the products bearing the marks in issue each “ * * * fall in the broad cate- 
gory of ‘paint products’ * * *” and assumed sales thereof to the same 
ultimate purchasers. The Commissioner then held that “the resemblance 
between the marks is such that it is believed that a substantial segment of 
the purchasers of the products is likely to attribute common origin to them” 
and accordingly sustained the opposition. 

Appellant claims that the products identified by the marks in issue are 
specifically different from one another, are sold to a class of discriminating 
purchasers, and therefore would not be likely to be confused as to source 
or origin by such prospective customers. Appellant further contends that 
PLEX, the asserted dominant feature of opposer’s mark, was appropriated 
by it prior to the use thereof in PLEXTONE. Appellant refers to its prior 
registration of the mark PLEXITE, which registration was pleaded in the 
answer to the present opposition. It therefore concludes that it “* * * 
should feel free to adopt a mark with the prefix PLEX therein, such as the 
instant mark PLExTRUM for other products in its line.” 

Irrespective of the specific differences in composition of applicant’s and 
opposer’s goods, we agree with the Assistant Commissioner that they come 
within the general category of paint products. Also, it is our opinion that 
both materials are intended to be used as protective and decorative coatings 
on similar and, in many instances, on identical surfaces. 

In so far as the class of purchasers is concerned, there is no indication 
in appellant’s application that it is restricted to any specific channels of 
trade and, since no other evidence is offered, we must assume that all con- 
ventional modes of distribution of its products are contemplated. On the 
other hand, appellee has introduced testimony which establishes that it 
not only markets its product through its Industrial Division, which sells 
PLEXTONE directly to manufacturers, for industrial product finishes, and 
through its Architectural Division, which sells it to authorized distributors 
who, in turn, sell the material to building and painting contractors, but 
that appellee has also carried on an extensive educational program by means 
of “consumer leaflets” and advertisements in magazines, in order to teach 
the general public to distinguish its goods by the trademark PLEXTONE. 
Under these circumstances we can only conclude that the channels of trade 
through which applicant’s and opposer’s products move are, or are likely 
to be the same, and at least overlapping in some categories. 

We do not agree with appellant’s contention that there is no likelihood 


1. Application Serial No. 663,754. 
2. Registration No. 547,125. 
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of confusion of prospective purchasers as to origin of the goods of the 
respective parties because of the allegation that purchasers of paint are 
discriminating. In some instances in the paint field this theory might be 
significant but not so here. First, the evidence adduced by appellee dis- 
closes a great variety of purchasers having no special technical skill. A 
painting contractor may be a well established firm or an individual who 
does odd jobs on days off from his regular occupation. Furthermore, if 
appellee’s general consumer educational program is successful and the 
ultimate consumer determines that PLEXTONE is to be used in his home or 
business establishment, he would not be classed in the category of a 
discriminating purchaser. 

Appellant’s suggestion that his prior registered mark PLEXITE so 
resembles opposer’s PLEXTRUM as to weaken or delimit its scope is without 
merit. The existence of one registration having a feature common to that 
found in opposer’s mark, while admissible in evidence, is insufficient to 
prove that that feature is suggestive of the goods with which the mark is 
associated. Cf. Shoe Corporation of America v. The Juvenile Shoe Corpora- 
tion of America, 46 CCPA 868, 266 F.2d 793, 121 USPQ 510 (49 TMR 650). 
Furthermore, as pointed out in the tribunals below, the fact that a prefix 
may be common to other marks in the paint composition field is of no 
significance if the use of the two marks, when they are viewed in their 
entireties, as they must be, is likely to cause confusion of source. The 
marks may not be judicially dissected. The May Department Stores Co. 
v. Kenya Corp., 48 CCPA 940, 234 F.2d 870, 110 USPQ 276 (46 TMR 
1383), and cases there cited. 

The ultimate question before us is whether prospective purchasers may 
mistakenly believe that the two paint products, marketed under the marks 
PLEXTONE and PLEXTRUM, have the same source of origin. We conclude 
that PLEXTRUM, when applied to the goods of applicant, so resembles the 
mark PLEXTONE, as applied to opposer’s products, as to stimulate identical 
psychological reactions and as to be likely to cause confusion or mistake 
or to deceive purchasers. 

For the above reasons we affirm the decision of the Commissioner of 
Patents. 

Wor Ey, Chief Judge, did not participate in decision because of illness. 
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THE BORDEN COMPANY v. CHALLENGE CREAM & BUTTER ASSOCIATION 
Trademark Trial and Appeal Board — November 16, 1959 — 123 USPQ 412 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


CHALLENGE and design (Applicant- Sliced cheese, butter, eggs, 
Registrant) cheese, oleomargarine. 


CHALLENGE and design (Opposer- Condensed milk. 
Petitioner) 


Opposition dismissed if applicant files an amendment for concurrent registra- 
tion. Petition for cancellation dismissed. The parties have used their marks for 
more than forty-five years in different territories without either encroaching on 
the rights of the other. 

2.83—REGISTRABILITY—CONCURRENT MARKS 

Where the parties have used their marks for more than forty-five years in 
different territories without either encroaching on the rights of the other, each of 
the parties has substantial rights in its mark and applicant is entitled to a con- 
current registration. 

2.2.—REGISTRABILITY—ABANDONMENT 

Use of a house mark or trade name in conjunction with a product mark does 

not constitute abandonment of the product mark. 


Opposition proceeding No. 33,832 by The Borden Company v. Chal- 


lenge Cream & Butter Association, application Serial No. 653,742 filed 
September 25, 1953. 

Cancellation proceeding Nos. 6,450-2 by The Borden Company v. Chal- 
lenge Cream & Butter Association, Registration No. 286,346 issued August 
25, 1931, Registration No. 221,042 issued November 23, 1926, and Registra- 
tion No. 548,636 issued September 25, 1951, in which Challenge Cream & 
Butter Association counterclaims for territorial restriction of Registration 
No. 128,939 issued January 20, 1920. 

Opposition and petitions dismissed; counterclaim granted. 


Arthur C. MacMahon, Harris D. Hineline, and J. Spencer Daly, of New 
York, N. Y., for The Borden Company. 

Hazard & Miller, of Los Angeles, California, for Challenge Cream & Butter 
Association. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 
WALDSTREICHER, Member. 

Challenge Cream & Butter Association (hereinafter referred to as 
The Association) seeks to register a composite mark, comprising CHALLENGE 
superimposed upon a ribbon design, and with an illustration of a stag and 
other pictorial matter, for sliced cheese. Use since May 23, 1950, is asserted. 

Registration has been opposed by The Borden Company (hereinafter 
referred to as Borden), registrant of a composite mark, comprised essen- 
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tially of CHALLENGE, with an illustration of a mailed hand holding a can, 
for condensed milk.? 

Borden has also petitioned to cancel The Association’s registrations of 
CHALLENGE superimposed upon a ribbon design for butter, eggs, and 
cheese ;?> CHALLENGE superimposed upon a rectangular design for butter ;° 
and CHALLENGE in conjunction with an illustration of a stag and other 
pictorial matter for oleomargarine.* 

The Association in its answers to the petitions for cancellation has 
affirmatively pleaded the defenses of laches and estoppel; and asserts that 
opposer’s use of BORDEN’S CHALLENGE constitutes an abandonment by op- 
poser of the trademark CHALLENGE, and that applicant’s rights in CHAL- 
LENGE for dairy products in applicant’s own trading area are superior to 
those of the opposer. The Association, by way of counterclaim, requests 
that opposer’s registration be canceled or territorially restricted. 

Borden’s record shows that, since at least as early as 1901, it has 
used CHALLENGE as a trademark for sweetened condensed milk. Borden’s 
peak sales of CHALLENGE condensed milk were in 1907 when 378,464 cases, 
48 cans to the case were sold. Sales in 1957 totalled 19,114 cases, 24 cans 
to the case. CHALLENGE condensed milk is regarded by Borden as a “house- 
hold” brand, that is to say, sales thereof are not made on a nation wide 
basis. In 1932, Borden sold CHALLENGE condensed milk in thirteen states 
and in the District of Columbia, whereas, in recent years, sales have been 
made in a considerably smaller area. At no time has Borden ever sold 
CHALLENGE condensed milk in the states west of the Mississippi River. 
There is nothing in the record which indicates that Borden has advertised 
CHALLENGE condensed milk. 

The Association’s record shows that it is a co-operative association 
engaged in the marketing of dairy products produced by members of 
local co-operatives affiliated with The Association. The Association is 
suecessor to Challenge Cream & Butter Co., a co-operative dairymen’s 
association organized in 1910, which adopted the mark at that time as a 
trademark for butter. The Association’s predecessor opened its first place 
of business on January 2, 1911, in Los Angeles, California, and began 
selling butter under the trademark CHALLENGE. The use of CHALLENGE was 
extended by The Association’s predecessor to cheese in 1913. The Associa- 
tion further extended the use of CHALLENGE to eggs in 1924, and thereafter 
to fresh fluid milk, dried skim milk, ice cream, other dairy products and 
oleomargarine. The Association sells its CHALLENGE dairy products to 
wholesale outlets, to stores, to restaurants and direct to some consumers in 
a sales area comprising the States of Washington, Oregon, California, Idaho, 
Montana, Utah, Colorado, New Mexico, Texas, Arizona, Nevada, Alaska 





Reg. . 128,939, issued Jan. 20, 1920; renewed. 
Reg. No. 221,042, issued Nov. 23, 1926; renewed. 
Reg. No. 286,346, issued Aug. 25, 1931; renewed. 
Reg. No. 548,636, issued Sept. 25, 1951. 
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and Hawaii, the country of Mexico and some Asian countries. The Asso- 
ciation’s sales of dairy products under the mark CHALLENGE rose from 
slightly less than $600,000 in 1912 to approximately $70,000,000 in 1951. 
The Association has promoted its dairy products under the mark CHAL- 
LENGE by means of billboards and other media of advertising. During the 
period 1948 through 1957, The Association spent approximately $320,000 
per year in the advertising of CHALLENGE dairy products. 

It appears that prior to January, 1928, The Association used CHAL- 
LENGE as a trademark for evaporated milk, but it discontinued such use 
in 1928 as a result of a protest by Borden. At that time Borden should 
have, by the very nature of The Association’s tradename, been aware 
that CHALLENGE was probably being used as a trademark for butter and 
cream. Since no complaint was made by Borden, it must be concluded 
that no investigation was made, or that Borden believed that there was 
no likelihood of confusion between CHALLENGE condensed milk and CHAL- 
LENGE butter and other dairy products. No protest was made or oppo- 
sition filed by Borden when The Association obtained a registration for 
butter in 1931. It further appears that in the 1940’s attempts were made 
to get “permission” from Borden to use CHALLENGE on evaporated milk, 
apparently to no avail. 

Borden, through its predecessor, is the earlier user of CHALLENGE in 
connection with condensed milk. In view of the relationship of eggs, 
cheese, butter, oleomargarine and condensed milk, it seems obvious that 
the sale of these products under the marks here involved in the same 
trade areas would inevitably cause purchaser confusion. 

The record shows that The Association sells its products in the western 
part of the United States, and Borden sells its product in the eastern 
part of the United States. The record further shows that the parties have 
for more than forty-five years used their respective marks in their terri- 
tories without either encroaching on the rights of the other therein. It 
appears that The Association adopted and first used its mark without any 
knowledge of Borden’s use of CHALLENGE for condensed milk. The Asso- 
ciation acquired a registration of CHALLENGE for butter in 1926. 

During the 1940’s there were discussions and correspondence between 
The Association and Borden relative to the right to use the CHALLENGE 
trademark. The Association’s stationery depicts its butter package with 
the notation CHALLENGE BUTTER conspicuously displayed thereon. One of 
Borden’s officials called at The Association’s place of business, and respon- 
sible employees of Borden’s west coast divisions were well aware of The 
Association’s extensive use of CHALLENGE for dairy products. If Borden 
did not know in 1928 of The Association’s use of CHALLENGE for dairy 
products other than evaporated milk, Borden must have been well aware 
thereof sometime in the 1940’s. Yet the only complajnt was made in 1949 
when one of The Association’s members, under the mistaken assumption 
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that Borden had finally given permission to do so, used, for only a very 
short time, a CHALLENGE label on evaporated milk. 

During all the years of inaction by Borden, The Association’s sales 
of CHALLENGE dairy products have continuously increased, year after year, 
and since 1928, The Association has invested substantial sums in advertising 
and promoting its products under the mark. 

It must be concluded from the record that each of the parties has 
substantial right in its mark as a result of concurrent use thereof for more 
than forty-five years. By reason of the operations of the parties being 
conducted in widely separated parts of the country, there has been no 
confusion. In this regard, it is noted that Borden’s west coast employees 
were totally unaware of Borden’s use of CHALLENGE. It seems unlikely, 
under the facts of this case, that confusion is likely to result in the future. 

Under the facts and circumstances appearing here, The Association is 
entitled to a concurrent registration for the States of California, Wash- 
ington, Oregon, Idaho, Montana, Utah, Colorado, New Mexico, Texas, 
Arizona, Nevada, Alaska and Hawaii. 

Considering The Association’s claim of abandonment by Borden of the 
mark CHALLENGE, suffice it to say that the use of a house mark or trademark 
in conjunction with a product mark does not constitute an abandonment 
of the product mark. 


DECISION 


The opposition is sustained as to the application as filed, but upon the 
filing of an amendment by The Association, within thirty days from this 
date, for concurrent registration with Borden for the states enumerated 
above, the opposition will be dismissed; Borden’s petitions for cancellation 
are dismissed ; and The Association’s counterclaim for territorial restriction 
is granted. 

The Association’s Regs. Nos. 221,042, 286,346, and 548,636 should be 
restricted to the States of California, Washington, Oregon, Idaho, Montana, 
Utah, Colorado, New Mexico, Texas, Arizona, Nevada, Alaska and Hawaii; 
and Borden’s Reg. No. 128,939 should be restricted by excluding those states 
just named. 
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IN RE THE MAY DEPARTMENT STORES COMPANY 
Trademark Trial and Appeal Board — November 16, 1959 — 123 USPQ 414 


2.3—REGISTRABILITY—ASSIGNMENTS 
2.24—REGISTRABILITY—RELATED COMPANY USE 
The trademark rights of an association in the mark ARCROSS were purportedly 

assigned to applicant, a member of the association, but since the association main- 
tained the right to control the use of the mark by other members of the associa- 
tion, the applicant acquired no more rights in the mark than it had before, namely 
the right to use the mark, subject to control by the association. Since, at the time 
applicant filed its application, it did not have exclusive use of the mark, nor the 
right to control the use by others, the application was void and a later assignment 
to applicant was not effective with regard to the present application. However, 
applicant could file a new application based upon the later assignment. 


Application for trademark registration by The May Department Stores 
Company, Serial No. 694,497 filed September 12, 1955. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Melvin A. Brandt, of Chicago, Illinois, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


LEFKOWITZ, Member. 

An application has been filed to register ARCROSS, in association with 
a distinctive flower design, for toilet tissue, facial cleansing tissues, and 
paper towels. Use since September 1, 1953, is asserted. 

The Examiner of Trademarks has refused registration on the ground 
that applicant is not the owner of the mark sought to be registered. 

The record shows that the trademark ARcROSss was originally owned 
by Affiliated Retailers, Inc., hereinafter referred to as Affiliated. Affiliated, 
an incorporated association of retailers including applicant, is the owner 
of a number of trademarks. In accordance with the express provisions of 
its by-laws, Affiliated, through a Committee appointed by its Board of 
Directors, authorizes its members to use these marks in connection with 
certain goods subject to control as to the nature and quality of such goods. 
This Committee establishes standards of quality for the goods on which 
Affiliated’s marks are used, and it can suspend or revoke the rights of 
members to use such marks. 

On May 5, 1955, Affiliated and applicant entered into an agreement 
whereby Affiliated assertedly assigned its entire right, title, and interest 
to the mark ARcRoss, together with the good will of the business in con- 
nection with which the mark is used, to applicant, but reserved its right 
and the right of its other member companies to use said mark with the 
control over the nature and quality of the goods remaining in Affiliated 
“unchanged as heretofore as provided in uses and practices of the latter 
with respect to its stockholder-members and as provided in its by-laws.” 
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On September 12, 1955, applicant filed the subject application alleging 
therein that— 


“The trademark may legitimately be used by applicant’s related com- 
panies, namely, stockholder-members of Affiliated Retailers, Inc., of 
which applicant is also a stockholder-member, and applicant legiti- 
mately controls the nature and quality of the goods in connection 
with which the mark may be used by said co-stockholder-members, and 
such use inures to the benefit of the applicant.” 


On January 21, 1958, during the pendency of this application and 
after registration was refused by the examiner, applicant and Affiliated 
entered into another agreement whereby Affiliated agreed to assign to 
applicant whatever right, title, and interest in ARCROSS it may possess; and 
in turn applicant agreed to permit Affiliated’s other members to use this 
mark subject however to applicant’s control over the nature and quality 
of the goods in connection with which the mark is used. It was further 
agreed that this mark would not be subject to the provisions of Affiliated’s 
by-laws. In accordance with the terms of this agreement, a formal assign- 
ment of the trademark arcross to applicant was executed by Affiliated on 
February 28, 1958. 

It seems clear that by the purported assignment of May 5, 1955, appli- 
cant acquired no more rights in the mark ARcrRoss than it had before, 
namely, the right to use the mark along with other members of Affiliated, 
subject to control by Affiliated over the nature and quality of the goods 
in connection with which it is used. Since, at the time applicant filed the 
subject application, it did not have the right to the exclusive use of ARCROSS, 
nor could it under the terms of the agreement control the nature and 
quality of the products of the other members of Affiliated, it is concluded 
that applicant was not then, in fact, the owner of the mark. Hence, the 
application, when filed, was void. 

It is applicant’s contention that the assignment executed on February 
28, 1958, constitutes an amendment to the May 5, 1955 agreement, creating 
a nune pro tune assignment. This later assignment, while apparently 
effectively transferring, as of the date thereof, all right, title, and interest 
of Affiliated in the mark arcross to applicant, does not purport to be 
confirmatory of any actual transfer of the mark to applicant prior to the 
filing of its application. 


DECISION 


The refusal of registration is affirmed, subject to any right of applicant 
to file a new application based upon the 1958 assignment. 
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RALSTON PURINA COMPANY v. CHOW MAT INC. 
Trademark Trial and Appeal Board — November 16, 1959 — 123 USPQ 415 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
CHOW - MAT (Applicant) Feeding bowls and mats, sold as 
a unit, used for cats and dogs. 


(Opposer ) Dairy feed, for animal feeds for 
rats, mice, dogs, cats, mon- 
keys, hamsters, poultry, and 
cattle. 


CHOW CHOW (Opposer ) Poultry feed, stock feed, and 
dairy feed. 


CHOWDER (Opposer ) Chicken feed. 


CHOWMIX (Opposer ) Poultry and stock feed, includ- 
ing dairy feed. 


Opposition sustained. The products of the parties are ordinarily sold in pet 
shops and are likely to be purchased at the same time under identical conditions, 
and purchasers may well attribute the products to a common source. 

The fact that opposer may use its primary mark PURINA in conjunction with 
CHOW is not relevant to determining the question of likelihood of confusion with 
applicant’s mark, CHOW , MAT. 

2.26—REGISTRABILITY—SECONDARY MEANING MARKS 

Although “Chow” is colloquially used to mean “food” or a “meal,” it has 
acquired secondary meaning which points to opposer as the producer of animal 
feeds on which CHOW appears. 


Opposition proceeding No. 37,741 by Ralston Purina Company v. 
Chow Mat Inc., application Serial No. 31,633 filed June 10, 1957. Oppo- 
sition sustained. 


Koenig & Pope, of St. Louis, Missouri, for Ralston Purina Company. 
Melvin A. Brandt, of Chicago, Illinois, for Chow Mat Ine. 


Before LEACH, WALDSTREICHER and LEFKOWITZ, Members. 
LEFKOWITz, Member. 

An application has been filed by Chow Mat Ince. to register cHoOW- MAT 
for feeding bowls and mats, sold as a unit, used for cats and dogs. Use 
since February 5, 1957, is asserted. 

Registration has been opposed by Ralston Purina Company, registrant 
of cHow for dairy feed,’ for animal feeds for rats, mice, dogs, cats, 
monkeys, hamsters, poultry, and cattle;? cHow cHow for poultry feed, 


1. Reg. No. 102,843, issued Feb. 23, 1915; twice renewed; published under Sec. 
12(c) on Apr. 12, 1949; affidavit under Sec. 8 accepted and affidavit under Sec. 15 
received. 

2. Reg. No. 552,944, issued Jan. 8, 1952; affidavit under Sec. 8 accepted and 
affidavit under Sec. 15 received; and Reg. No. 611,152, issued Aug. 23, 1955. 
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stock feed, and dairy feed ;* cHowper for chicken feed ;* and CHoWmMIx for 
poultry and stock feed, including dairy feed.° 

Only opposer has taken testimony. 

The record shows that opposer has since, long prior to the date of 
first use alleged by applicant, made continuous use of the term cHow on 
and in connection with feeds for all types of animals including dogs and 
cats. In addition, opposer has marketed various devices designed to facili- 
tate feeding animals and poultry and has employed dog feeding bowls 
in connection with the marketing and advertising of its cHow dog food 
product. Opposer sells its cHow feeds through feed dealers, grocery stores 
including supermarkets and chain stores, pet shops, and various types 
of farm stores located throughout the United States. It has been estimated 
that from October 1, 1939, through September 30, 1958, over sixty-five 
million dollars have been expended by opposer in advertising and pro- 
moting its CHow animal feeds through national consumer publications, 
television, radio, farm shows, newspapers, contests, point of sale displays, 
billboard advertisements, and other trade media. 

The only question for determination is that of likelihood of confusion. 
The fact that opposer may use its primary mark PURINA in conjunction 
with CcHow is not relevant to a determination of this question. See: Burton- 
Dixie Corporation v. Restonic Corporation, 110 USPQ 272 (46 TMR 1367) 
(CCPA, 1956); and E. J. Brach & Sons v. Brock Candy Company, 118 
USPQ 453 (49 TMR 92) (Comr., 1958). 

Opposer’s cHow dog and cat feeds and applicant’s chow: Mat feeding 
mats and bowls for cats and dogs are ordinarily sold in pet shops and 
similar retail establishments and are likely to be purchased at the same 
time under identical circumstances and conditions. Purchasers of CHow 
feeds upon seeing cHOWw-MAT mats and bowls may well attribute these 
products to a common source, or may believe that the mats and bowls 
are sponsored or approved or in some way connected with opposer. 

It is recognized that “chow” is colloquially used to mean “food” or 
“a meal,” but opposer has long and extensively used it as a trademark 
to identify and distinguish animal feeds of its manufacture; so that while 
the word has not lost its primary colloquial meaning, it has nevertheless 
acquired a secondary meaning which points to opposer as the producer of 
animal feeds on which cHow appears. This fact does not and cannot inter- 
fere with the right of the public to use the word in its colloquial sense, 
but applicant is not so using it. Applicant is using, and seeks to register, 
the word as a part of a trademark for animal feeding bowls and mats 
which are associated generally with animal feeds. It is this fact which 
leads to a conclusion of probable purchaser confusion. 


DECISION 


The opposition is sustained, and registration to applicant is refused. 





3. Reg. No. 111,105, issued June 27, 1916; twice renewed. 

4. Reg. No. 524,635, issued May 2, 1950. 

5. Reg. No. 376,424, issued Mar. 26, 1940, and published under Sec. 12(¢) on 
Aug. 2, 1949; and Reg. No. 583,759, issued Dec. 22, 1953. 
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IN RE HENRY |. SIEGEL CO., INC. 
Trademark Trial and Appeal Board — November 18, 1959 — 123 USPQ 419 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 

POST GRAD (Applicant ) Men’s pants and sport coats. 

UNDER-GRAD (Registration ) Boys’ suits, vests, pants and 
overcoats. 

PREP-GRAD (Registration ) Cadets’ clothing, namely, suits, 
sport jackets, slacks and top- 
coats. 

Refusal of registration affirmed. POST GRAD so resembles UNDER-GRAD and 
PREP-GRAD when applied to the goods, as to be likely to cause confusion of purchasers. 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
The mere fact that a term can be found in the dictionary does not mean that 
it is descriptive of all products on which it may be used. GRAD is arbitrary when 
applied to clothing. 


Application for trademark registration by Henry I. Siegel Co., Inc., 
Serial No. 46,366 filed February 21, 1958. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Hays, St. John, Abramson & Heilbron, of New York, New York, for 
applicant. 
Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


WALDSTREICHER, Member. 

An application has been filed to register Post GRAD for men’s pants 
and sport coats. Use since January 2, 1957 is asserted. 

Registration has been refused on the ground that applicant’s mark 
so resembles UNDER-GRAD previously registered for boys’ suits, vests, pants 
and overcoats,! and PREP-GRAD previously registered to the same party for 
cadets’ clothing, namely, suits, sport jackets, slacks and topcoats,? as to 
be likely, when applied to the goods, to cause confusion of purchasers. 

Applicant has appealed. 

Applicant contends that the term GRAD, which is common to the marks, 
is descriptive of clothing for boys and young men and therefore not subject 
to exclusive appropriation by anyone. This contention is based on the 
fact that “grad” is a dictionary term. The mere fact that a term can 
be found in a dictionary does not in and of itself mean that it is descrip- 
tive of all products on which it may be used. Such term might have an 
arbitrary connotation as applied to the particular goods in connection 
with which it is used as a mark or part of a mark. See: Admiral Corpo- 


1. Reg. No. 234,104, issued Oct. 18, 1927; renewed. 
2. Reg. No. 505,351, issued Jan. 25, 1944. 
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ration v. H. D. Hudson Manufacturing Company, 101 USPQ 83 (44 TMR 
845) (Com’r, 1954). There is nothing in the record which indicates that 
the term GRAD is anything but arbitrary when applied to clothing. 

Men’s and boys’ wearing apparel are products which often emanate 
from a single source and are often sold in the same outlets to the same 


average purchasers. 
It is concluded that Post Grap for men’s pants and sport coats so 


resembles UNDER-GRAD for boys’ suits, vests, pants and overcoats and PREP- 
araD for cadets’ clothing, namely, suits, sport jackets, slacks and top- 
coats as to be likely to cause confusion of purchasers. 


DECISION 


The refusal of registration is affirmed. 
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PHILCO CORPORATION v. CLARY CORPORATION 
Trademark Trial and Appeal Board — November 20, 1959 — 123 USPQ 420 


5.4—CANCELLATION PROCEDURE—DEFENSES 
An affirmative defense, including a request for affirmative relief, must be 
sufficient in itself to constitute a claim on which relief can be granted. 
5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
The grounds for cancellation asserted in the pleading were held insufficient 
where it was alleged that registrant has never used its mark as a trademark and 
that the dates of use set forth in the registration are false. Motion under Rule 
12(f) FRCP granted. 


Opposition proceeding No. 39,074 by Philco Corporation v. Clary 
Corporation, application Serial No. 3,654 filed March 1, 1956, in which 
applicant requests cancellation of Registration No. 632,204. Opposer moves 
to strike request for cancellation. Motion granted. 

See also 48 TMR 1426. 


Howson & Howson, of Washington, D. C., for Phileo Corporation. 
Fred N. Schwend, of San Gabriel, California and Bacon & Thomas, of 
Washington, D. C., for Clary Corporation. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


BAILEY, Member. 

Clary Corporation has filed an application to register TRANSACTOR for 
sales registering apparatus. 

Phileo Corporation has filed opposition, alleging that applicant’s mark 
so resembles TRANSAC, previously used and registered by opposer for 
transistorized automatic computers, as to be likely, when applied to the 
goods of applicant, to cause confusion or mistake or to deceive purchasers. 

Applicant in its responsive pleading has entered general denials, and 
in paragraph 7 thereof has requested cancellation of opposer’s registration 
on the asserted grounds that (1) opposer has never used TRANSAC “as a 
trademark” and (2) the first dates of use set forth in the registration are 
false. 

Opposer has moved under Rule 12(f) FRCP to strike paragraph 7 
of the pleading as being an insufficient defense. 

An affirmative defense, including a request for affirmative relief, must 
be sufficient in itself to constitute a claim on which relief can be granted. 
That is to say, the pleading must allege facts which, if proved, would 
establish that the registration of the mark is inconsistent with an equal 
or a superior right of the party in position of defendant to the use of 
the same or a similar term. The Hobart Manufacturing Company v. Rival 
Manufacturing Company, 114 USPQ 171 (47 TMR 1394) (Com’r, 1957). 

Applicant here does not allege that the registered mark so resembles 
a mark owned by applicant as to be likely to cause confusion or mistake 


1. Reg. No. 632,204, issued Aug. 7, 1956. 
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in derogation of any superior right of applicant, or state facts indicating 
that applicant may possess an equal right to use TRANSAc. It therefore 
does not appear that the registration could in any event involve damage 
to applicant. 

Furthermore, both of the grounds for cancellation asserted in the 
pleading are insufficient in substance. Ground (1) is a mere legal con- 
clusion and therefore does not raise a triable issue. See: Fort Howard 
Paper Co. v. Critics Associated, 108 USPQ 91 (46 TMR 369) (Com’r, 1956). 
As to ground (2), a misstatement of a date of first use in a registration 
cannot, in and of itself, afford a basis for cancellation. See: Walworth Co. 
v. Moore Drop Forging Co., 19 F.2d 496 (17 TMR 255) (CCA 1, 1927); 
National Tuberculosis Association v. Summit County Tuberculosis & 
Health Association et al., 101 USPQ 387 (DC Ohio, 1954). It also is clear 
that insofar as applicant may have intended in ground (2) to charge 
opposer with fraud, the allegations fail to indicate that applicant is actually 
informed of any facts respecting opposer’s affairs on which it might make 
that charge in good faith, much less to recite the several factual elements 
essential to the proper pleading of fraud. See: Valley Paper Company v. 
Whiting Paper Company, 107 USPQ 175 (45 TMR 1527) (Com’r, 1955). 

The motion is granted; and paragraph 7 of the answer is hereby 
stricken. 





Part Ill 


HAROLD F. RITCHIE, INC. v. CHESEBROUGH-POND’S INC. 
(D. C., S. D., N. Y. 9/14/59) 123 USPQ 322 


7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 

It is well settled that a name merely descriptive of an article of trade 
or of its quality cannot be appropriated as a trademark. The court found 
where the marks involved were multi-syllable trademarks (BRYLCREEM and 
VALCREAM for cream-style hair dressing) containing the descriptive term 
“eream” or “creem” that confusion was not likely because the descriptive 
part of the marks had little or no trademark significance and could not 
be regarded as the dominant portion of the marks. 


7.23—REMEDIES—UNFAIR COMPETITION—-EVIDENCE 


The court did not consider evidence of actual confusion controlling 
because the testimony of 13 deposition witnesses and misdirected mail intro- 
duced at the trial did not show confusion but carelessness and inattention 
on the part of purchasers and held the test remains likelihood of confusion 
as determined by the court. 


THE SEAMLESS RUBBER COMPANY v. ETHICON, INC. 
(CCPA 7/7/59) 122 USPQ 391 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Commissioner’s order, reversing dismissal of opposition and ordering 
the case to proceed to trial, is interlocutory and not appealable under 
Trademark Act Section 21. 


YAMATO KOKI KOGO KABUSHIKI KAISHA v. 
CARL BRAUN CAMERAWERK 


(Tm. Bd. 3/5/59) 120 USPQ 490 


8.10—COURTS—RULES 


Trademark Rule 2.120 (a) is available to any party wishing to discover 
or uncover facts which are only within the knowledge of the adverse party. 


Trademark Rule 2.120 (b)—purpose of rule is not to discover facts 
but to establish for the record facts which cannot reasonably be said 
to be in dispute, therefore, request for earliest date on which a party can 
rely on for its first date of use was denied. 


80 
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Trademark Rule 2.120 (c) is not to permit a “fishing expedition”; it 
is not to discover what exists; but its purpose is to force the production 
of items which do exist, therefore, an order to produce will not be entered 
until the existence of documents is established and then only upon a show- 
ing of good cause. 


DURON PAINT MANUFACTURING COMPANY, INC. v. 
THE DUROX COMPANY 


(Tm. Bd. 3/5/59) 120 USPQ 492 


8.10—COURTS—RULES 

Trademark Rule 2.120 (b) makes no provision for filing in the Patent 
Office a copy of a request for admissions. Request to admit truth of 
statements is improper where it does not appear that the “facts” set 
forth in said statements are within the knowledge of both parties. The 
purpose of the rule is not to discover facts but to establish for the record 
facts which cannot reasonably be said to be in dispute. Request for ad- 
mission of the original name and date of incorporation of applicant, the 
changed name and date of amendment to applicant’s charter and the basis 
of obtaining a registration owned by applicant are statements the truth 
of which are not in dispute and which can be ascertained by both parties 
on reasonable enquiry. 


IN RE THE CELOTEX CORPORATION 
(Tm. Bd. 3/5/59) 120 USPQ 493 


8.10—COURTS—RULES 
Trademark Rule 2.146 (3). Petition designated under this rule was 
treated as a petition for reconsideration. 


Patent Rule 196 governs practice before the Board of Patent Appeals 
and does not apply to trademark cases which are governed by the Rules 
in trademark cases. 


8.11—COURTS—APPELLATE PROCEDURE 

Commissioner has no authority to exercise supervision over decisions 
of Trademark Trial and Appeal Board. Appeals are taken directly to the 
Court of Customs and Patent Appeals or may be reviewed by Civil Action 
in District Court. 
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IN RE AVEDIS ZILDJIAN CO. 
(Tm. Bd. 3/6/59) 120 USPQ 493 


2.25—REGISTRABILITY—RIGHT TO REGISTER 

A consent decree between applicant and third party provided that 
if any of three registrations of third party be canceled, applicant could 
use any of the names or designs covered in said canceled registration. 
Applicant’s prior petition for cancellation was granted as to one of third 
party’s registrations, but dismissed as to two of third party’s registrations. 
The Board held applicant precluded under Section 2(d) from registering 
mark similar to canceled registration of third party because of third 
party’s two other existing registrations. 


2.19—REGISTRABILITY—MISREPRESENTATION 


Although statement FONDEE IN 1603 appearing as part of mark sought 
to be registered differed from date of first use, Board held this would not 
preclude registration since statement merely indicated predecessor was 


founded in 16083. 
See also: 43 TMR 641, 47 TMR 598, 48 TMR 258, 48 TMR 694, 48 
TMR 1027. 


IN RE UNDERBERG-ALBRECHT 
(Tm. Bd. 3/6/59) 120 USPQ 495 


2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

The Board held that an application to register representation of bottles 
on Principal Register should not be denied as a matter of law without bene- 
fit of any facts and Examiner’s holding that such representations were 
registrable only on Supplemental Register was improper. 
2.13—REGISTRABILITY—EVIDENCE 

The Board denied registration of pictures of bottles with labels bearing 
word UNDERBERG because record did not disclose that apart from word 
UNDERBERG the pictorial representation identified and distinguished appli- 
eant’s goods. 


CHARMS COMPANY v. NACHOWITZ 
(Tm. Bd. 3/6/59) 120 USPQ 497 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
5.1I—CANCELLATION PROCEDURE—IN GENERAL 


Marks Products 
ALAADEN’S COUNTRY CHARM . (Applicant) Candy 


CHARMS (Opposer ) Candy 
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Opposition dismissed. The Board held that the unitary expression 
COUNTRY CHARM in mark ALAADEN’s COUNTRY CHARM had a different conno- 
tation from opposer’s mark CHARMs and would not cause confusion when 
applied to the same goods. 


POOLMASTER, INC. v. ADVANCE MACHINE COMPANY 
(Tm. Bd. 3/6/59) 120 USPQ 497 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
HYDRO-JET (Registrant ) Electric vacuum cleaners. 


HYDRO-JET (Petitioner ) Vacuum cleaners to clean swim- 
ming pools. 


Petition to cancel granted. The Board held swimming pool vacuum 
cleaners and electric vacuum cleaners are goods which purchasers might 
assume originate from the same source. 


HOLLINGSWORTH v. J. STRICKLAND & CO. 
(Tm. Bd. 3/6/59) 120 USPQ 498 


5.1—CANCELLATION PROCEDURE—IN GENERAL 
Petition to cancel granted. The Board held petitioner’s right to use 
BEAUTIFUL CROWN antedated registrant’s use of same mark for hair dressing. 
5.4—CANCELLATION PROCEDURE—DEFENSES 
2.92—REGISTRABILIT Y—CONFUSING SIMILARITY—DOMINANT FEATURES 
The Board dismissed registrant’s affirmative defense and held BEAUTI- 
FUL CROWN for hair dressing suggested a beautiful head and would not be 
confused with ROYAL CROWN for scalp preparation which had a connotation 
of royalty. 


WASHINGTON MANUFACTURING COMPANY, INCORPORATED v. 
COCO COAT CORPORATION 


(Tm. Bd. 3/6/59) 120 USPQ 499 
2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 
Petition to cancel granted. The Board held cEE peg for ladies’ coats 
and suits likely to be confused with DEE cEE for men’s and boys’ western 
style shirts, dungarees, jackets and similar clothing for women. Although 
the goods of the parties differed specifically it was reasonable to suppose 
they emanate from a common source. 
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5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Board considered as some evidence petitioner’s allegation, in addition 
to goods specified in its registration, of prior use of same trademark for 
various articles of women’s clothing. 


NEILSON CHEMICAL COMPANY v. HALPERN 
(Tm. Bd. 3/6/59) 120 USPQ 500 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
CRETE-PREP (Applicant ) Pavement cleaner compound 
METALPREP (Opposer ) Chemical preparations for 
SOLDERPREP cleaning and conditioning 
ALUMIPREP metal surfaces. 
GALVAPREP 
PREPWASH 
PREP.N.COTE 
PREP-PIK-L 
PREP 
EMULSOPREP 


Opposition sustained. The Board held that opposer’s PREP PRODUCTS 
were goods designed for similar purposes as applicant’s goods and since 
goods were sold through same trade channels to same class of purchasers, 
applicant’s CRETE-PREP cleaning and conditioning material would likely 
be confused as part of opposer’s line of prep cleaning and conditioner 
products. 


CLOVER FARM STORES CORPORATION v. CASE PORK ROLL 
COMPANY, INC. 


(Tm. Bd. 3/6/59) 120 USPQ 501 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 
CLOVERDELL (Applicant) Pork Roll 


CLOVER FARM (Opposer ) Food Products 


Opposition sustained. The Board held common portion of marks— 
CLOVER—was arbitrary and when applied to food products of parties which 
were sold through same channel likelihood of confusion would result. 
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GENERAL MOTORS CORPORATION v. ALUMINUM PRODUCTS, INC. 
(Tm. Bd. 3/12/59) 120 USPQ 502 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
CADILLAC (Applicant ) Winches and hoists 
CADILLAC (Opposer ) Automobiles and automotive 


parts, supplies, accessories 
and equipment. 


Opposition sustained. The Board found that manually operated winch 
hoists were goods commonly used in servicing and repairing automobiles 
and held that purchasers would assume that winch hoists bearing the 
word CADILLAC had a common origin or came from producers which were 
some way associated with or connected with the maker of the well-known 
CADILLAC automobile. The likelihood of confusion was heightened by the 
fact that CADILLAC as used by applicant was an exact simulation of lettering 
long used by opposer in displaying its mark CADILLAC. 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Applicant introduced evidence of a number of manufacturers who 
used the word CADILLAC in addition to the commercial name of opposer’s 
Cadillac Division. The Board held that such evidence was irrelevant in 
determining the question of likelihood of confusion, because such uses by 
third parties were on goods unrelated to automotive products of the char- 


acter sold by opposer under the well-known trademark CADILLAC. 





STERN-SLEGMAN-PRINS COMPANY v. ROBERT HALL CLOTHES, INC. 
(Tm. Bd. 3/12/59) 120 USPQ 503 


5.1—CANCELLATION PPROCEDURE—IN GENERAL 
Applicant’s counterclaim for cancellation of opposer’s registration dis- 


missed since applicant did not assert that it possessed rights in its mark 





which antedated or was otherwise superior to opposer’s rights in its mark. 
The Board held that in order to state a claim upon which relief may be 
granted in a petition to cancel, it must be alleged that the registration 
is inconsistent with an equal or superior right of the petitioner in the 


same or similar mark. 
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IN RE KLENZADE PRODUCTS, INCORPORATED 
(Tm. Bd. 3/12/59) 120 USPQ 504 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

Registration refused. The Board held that a washing powder and a 
liquid detergent concentrate were goods that would be attributed to a 
single producer and denied registration of the letter “K” for a liquid 
detergent concentrate because of prior registration of the mark “K” in 
script and within a circle for washing powder. 


IN RE KLENZADE PRODUCTS, INCORPORATED 
(Tm. Bd. 3/12/59) 120 USPQ 505 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

The Board denied registration of SUPER-KLENZ for a powdered deter- 
gent holding it was substantially similar in all respects to prior registration 
of mark SUPER KLEEN for a general cleaning preparation. 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

The Board held that while SUPER-KLENZ for a powdered detergent may 
have some descriptive connotation, it was not merely descriptive within 
the purview of Section 2(e). Registration, however, was refused on other 
grounds. 


VITA-VAR CORPORATION v. GALVICON CORP. 
(Tm. Bd. 3/12/59) 120 USPQ 505 


5.1I—CANCELLATION PROCEDURE—IN GENERAL 

2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 

GALVANUM (Petitioner ) Paint for galvanized iron 


GALVICON (Registrant ) Galvanizing and rust-resistant 
paints. 


Petition to cancel was denied. The Board held that the highly sugges- 
tive nature of the common syllable (GaLv) of the two marks as applied 
to the goods (paint for galvanized iron and galvanizing paint) precluded 
likelihood of confusion. 


2.30—REGISTRABILITY—SUGGESTIVE MARKS 


The Board held that GALvANUM for galvanized iron and GALVICON for 
galvanizing paints were highly suggestive of the nature of the goods. 
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GROVE LABORATORIES, INCORPORATED v. BOYLE & COMPANY 
(Tm. Bd. 3/12/59) 120 USPQ 506 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 
CITRA (Applicant) Cold capsules and cough syrup. 


CITROID (Opposer ) Compound for relief from colds. 


Opposition dismissed. The Board held that upon the record cITRA 
does not resemble ciTromp as to be likely when applied to the goods to cause 
confusion. 


ETHICON, INC. v. BELL 
(Tm. Bd. 3/12/59) 120 USPQ 506 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
SURGI-STAT (Applicant) Dental hemostats. 


SURGISET (Opposer ) Sutures and ligatures. 
POCKET SURGISET 


Opposition dismissed. The Board held that the highly suggestive 
nature of the marks and the difference in the goods precluded likelihood of 
confusion. 


2.30—REGISTRABILITY—SUGGESTIVE MARKS 

The Board held that surai-stat for dental hemostats, SURGISET and 
POCKET SURGISET for sutures and ligatures were highly suggestive of the 
goods. 


THE DUNLEAVY COMPANY v. KOEPPEL METAL FURNITURE CORP. 
(Tm. Bd. 7/31/59) 122 USPQ 395 
Products 


(Registrant ) Various items of office filing 
equipment 


FILEX (Cancellation Filing supplies and office filing 
THE FILEX LINE Petitioner ) equipment 





88 THE TRADEMARK REPORTER Vol. 50 T. M. R. 


5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Cancellation petition alleging prior use, likelihood of confusion and 
fraud in registrant’s Section 15 affidavit, brought more than 5 years after 
registration, dismissed on registrant’s motion—Section 14 providing for 
cancellation more than 5 years after registration only if mark becomes 
common descriptive name, is abandoned or registration was fraudulently 
obtained. 


IN RE MAGUIRE doing business as SOUTHERN X-RAY 
EQUIPMENT CO. 


(Tm. Bd. 7/31/59) 122 USPQ 398 


2.2.7—REGISTRABILITY—SERVICE MARKS 

Registration of SOUTHERN as service mark refused, specimens and 
exhibits showing sole use to be in applicant’s name in return address on 
billheads and envelopes. 


THE FLEETWOOD COMPANY v. M. PIER COMPANY, INC. 
(Tm. Bd. 7/31/59) 122 USPQ 396 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
TIZ-BLACK MIST (Applicant) Color rinse and hair condition- 
ing preparation 
(Opposer ) Hair rinse, hair coloring, hair 
eolor touch-up pencil, cream 
shampoo, shampoo 


Confusion is unlikely, absent similarity in appearance, sound or conno- 
tation. Opposition dismissed. 


3.73—REGISTRATION PROCEDURE—EVIDENCE 

Testimony of opposer’s hair coloring consultant alleging actual con- 
fusion in discussions with sales girls and members of public is excluded 
as hearsay and thus insufficient. 

Actual confusion not established by testimony alleging receipt of mail 
from purchasers complaining of applicant’s products where such mail was 
not introduced in evidence though available. 

Actual confusion is not established by a single instance in wholesaler’s 
written inquiry as to disposition of applicant’s and opposer’s products since 
error was not explained. 
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IN RE REGAL GARMENT CORPORATION 
(Tm. Bd. 7/31/59) 122 USPQ 397 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
KISMET CASHMERE (Applicant) Ladies’ and misses’ coats made 
of cashmere and wool 


KISMET KLOTH (Prior Regis- Silk piece goods, piece goods 
tration) made from synthetic fibers 

KISMET (Prior Regis- Men’s, ladies’ and children’s 
tration) hosiery 


While hosiery and coats are sufficiently dissimilar to avoid confusion 
with one another, the common practice of attaching manufacturers’ tags 
to garments renders conflict likely as between similar marks for coats and 
dress fabrics. Registration refused. 


MANCHESTER KNITTED FASHIONS, INC. v. ADAMS-MILLIS CORPORATION 
(Tm. Bd. 9/22/59) 123 USPQ 42 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
SOCKMATES (Applicant ) Hosiery. 


MATEY’S (Opposer ) Outerwear, sleepwear and beach- 
POLO MATEY’S wear. 
C-MATEY’S 

T-MATES Various outerwear for boys, 
BABY MATES girls, infants, men and wom- 
BROTHER MATES en. 

SISTER MATES 

POLO MATES 

DAN MATES 

V-MATES 


“ 


Knitted T-shirts, beachwear, creepers, children’s suits, shorts, polo 
shirts, sweaters and like goods of opposer are products which might 
normally emanate from a single source, be sold at the same outlets to 
the same purchasers as hosiery, the goods of applicant. sockmatTes for 
hosiery so resembles T-MATES and POLO MATEs for knitted shirts as to be 
likely to cause confusion of purchaser. It was unnecessary to consider other 
marks of opposer. Opposition sustained. 
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IN RE CRAWFORD FITTING COMPANY 
(Tm. Bd. 9/22/59) 123 USPQ 43 


2.1I—REGISTRABILITY—DESCRIPTIVE TERMS 
2.30—REGISTRABILITY—SUGGESTIVE MARKS 

Marks Products 
DANGER SIGNAL (Applicant) Bull plugs. 


DANGER SIGNAL for bull plugs (threaded fittings inserted in an aperture 
in a tube or pipe at special intervals to close it during operation of a 
process) is highly suggestive but not merely descriptive because function 
of applicant’s bull plugs is not to signal danger but to close an aperture 
in a pipe or tube. It is only when the bull plug is removed indicating an 
open aperture that any danger exists. Refusal of registration overruled. 


NUTRIZION, doing business as NUTRIZION PRODUCTS CO. 
v. NU-TRESS LABORATORIES, INC. 


(Tm. Bd. 9/22/59) 123 USPQ 44 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
NU-TRESS (Applicant) Hair conditioning preparation. 
TREZ (Opposer ) Skin and scalp antiseptic, mouth 
antiseptic. 


Opposition dismissed. The marks do not look or sound alike, nor 
stimulate the same mental association or psychological reactions. 


NOPCO CHEMICAL COMPANY v. INVENTION 
DEVELOPMENT CORPORATION 


(Tm. Bd. 9/22/59) 123 USPQ 44 
2.92—-REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 

GRIFFOBOND (Applicant) Adhesives and catalysts for ad- 
hesives. 

GRIFFIN (Opposer ) Industrial chemical products. 

GRIFFCO Industrial chemical products, 
including polyvinyl acetate 
emulsion sold to companies 
producing adhesive products. 
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Opposition sustained. The products of the parties are likely to move 
through the same trade channels to the same class of industrial users. 
GRIFF the common portion of the marks has no meaning and is likely to 
be associated with the surname GRIFFIN or GRIFFITH. Opposer’s marks 
GRIFFCO for emulsions and GRIFFIN for chemicals having been associated 
through use with a common source, purchasers upon seeing GRIFFOBOND 
on adhesive chemicals are likely to assume that it is another product in the 
same line. 


KEUFFEL & ESSER COMPANY v. DENNERT & PAPE 
(Tm. Bd. 9/22/59) 123 USPQ 45 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.30—REGISTRABILITY—SUGGESTIVE MARKS 


Marks Products 
MULTITRIG (Applicant) Slide rules. 


LOG LOG DECITRIG (Opposer ) Slide rules. 
LOG LOG DUPLEX DECITRIG Slide rules. 


Opposition dismissed. Since “log log” is a term used to describe a 


logarithmic scale and “trig” is a term commonly used in the slide rule 
business “trigonometric”, the suggestive nature of applicant’s and opposer’s 
marks is not likely, when applied to the goods, to cause confusion, mistake 
or deception of purchasers. The record showed use by the opposer of 
LOG LOG TRIG, LOG LOG DUPLEX TRIG and DECITRIG and use by applicant of 
MULTILOG and MULTIREITZ in addition to marks involved. 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
The Board held that motion filed to dismiss opposition on grounds of 
unclean hands after opposer’s brief on the merits was filed, was untimely. 


IN RE ATTORNEY GENERAL OF THE UNITED STATES, assignee of 
J. A. HENCKELS ZWILLINGSWERK AKTIENGESELLSCHAFT 


(Tm. Bd. 9/22/59) 123 USPQ 46 


2.3—REGISTRABILITY—ASSIGNMENTS 
2.33—REGISTRABILITY—TITLE 


The transfer by a German corporation to the Attorney General of the 
United States of three applications to register marks based on German 
registration did not assign to the Attorney General the right to process 
the applications. 
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1.144—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 44(b) 
4.4—EFFECT OF REGISTRATION—REGISTRATION OF FOREIGN NATIONALS 
The Board held that two applications based on German registrations 
in the hands of the Attorney General were void as he was not one of the 
persons identified in Section 44(b) capable of prosecuting applications 
based on foreign registrations. 









IN RE ATTORNEY GENERAL OF THE UNITED STATES, assignee of 
J. A. HENCKELS ZWILLINGSWERK AKTIENGESELLSCHAFT 


(Tm. Bd. 10/28/59) 123 USPQ 328 












Petition for reconsideration was denied. 


BRIDGEPORT BRASS COMPANY v. THE BEARING 
BRONZE CASTING COMPANY 







(Tm. Bd. 9/22/59) 123 USPQ 46 








2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 





Marks Products 










BBCC within diamond (Applicant) Brass, bronze, aluminum, copper 
design and lead castings, and ma- 
chined bronze bushings and 

bars. 
BRIDGEPORT BRASS CO. (Opposer ) Ingots, rods, tube blanks, sheets, 
within equilateral billets, wire, and castings of 
quadrilateral copper, brass and bronze; and 






plumbing and steam fitting 
hardwear and tire-pumps. 









BRASCO Varnishes, paints. 
within equilateral 
quadrilateral 

BRIDGEPORT Kitchen utensils. 
within equilateral 





quadrilateral 










Opposition dismissed. Marks of opposer used on consumer goods were 
not considered where applicant made only industrial goods. Since indus- 
trial goods are purchased by agents who are likely to know with whom 
they deal and because of the difference between applicant’s mark and the 
mark of opposer used on industrial goods it was held that confusion was 


not likely. 
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UNITED-CARR FASTENER CORPORATION v. NYLOK-DETROIT CORPORATION 
(Tm. Bd. 9/23/59) 123 USPQ 48 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
2.32—REGISTRABILITY—SYMBOLS 


Marks Products 


Representation of a (Applicant) Self-locking threaded fastener. 
threaded fastener 
with a centered dise 
and concentric 
circles about it 


Representation of a (Opposer ) Fasteners. 
dot, the word DoT 
and notation THE 
DOT LINE within a 
concentric circle 


Opposition dismissed. Goods of the parties are sold to industrial user 
who would recognize the representation of the disc in applicant’s mark 
as depicting the locking feature of applicant’s fastener rather than a dot 
and would not confuse applicant’s mark with opposer’s marks DOT, THE 
DOT LINE within a concentric circle or a representation of a dot. 


IN RE McGREGOR-DONIGER INC. 
(Tm. Bd. 9/23/59) 123 USPQ 49 


2.7—REGISTRABILITY—COLOR MARKS 


Applicant entitled to register its red and green Scottish tartan design 
used since 1927 for sportswear. 


2.13—REGISTRABILITY—EVIDENCE 

Registration granted where proof showed applicant also consistently 
featured its word mark McGREGOR reproduced in letters of red and green 
Scottish tartan and its sales and advertising figures over the years were 
substantial. 
2.32—REGISTRABILITY—SYMBOLS 

Applicant’s mark served not only as an embellishment for its labels but 
also as a symbol of its goods. 
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JENKINS BROS. v. NEWMAN HENDER & COMPANY LIMITED 
(Tm. Bd. 9/23/59) 123 USPQ 50 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
2.32—REGISTRABILITY—SYMBOLS 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 
Letters NH within (Applicant ) Valves. 
diamond design 


Diamond design in (Opposer ) Valves and valve parts. 
association with 
JENKINS, JENKINS 
BROS., JB or JV 


Opposition dismissed. Opposer’s attempt to differentiate between 
valves in third party registrations was not convincing. Common usage 
of diamond design with a word, name or symbol evidenced by twenty-five 
copies of registrations issued to third parties for plumbing, hardware and 
steamfitting supplies was some proof that there would be no likelihood of 
confusion. 


JENKINS BROS. v. NEWMAN HENDER & COMPANY LIMITED 
(Tm. Bd. 10/29/59) 123 USPQ 329 


Petition for reconsideration was denied. 


IN RE ‘21°’ BRANDS, INC. 
(Tm. Bd. 9/23/59) 123 USPQ 51 


2.13—REGISTRABILITY—EVIDENCE 

Board considered two applications—one to register the composite mark 
consisting of the words THE CREST OF QUALITY with crest design; the other 
to register the words THE CREST OF QUALITY alone. On record presented, 
statement in applications that applicant affixes specimen labels to con- 
tainers or packages for its goods was sufficient proof of such use and 
Examiner could not raise question that specimen labels were not actually 
labels used on goods. Applicant distributed alcoholic beverages all bear- 
ing its composite mark and some bearing the trademarks of distillers 
who produced some of the beverages for applicant. Application to register 
composite mark granted. However, since the words THE CREST OF QUALITY 
referred to specific crest in composite mark with which it was associated, 
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a separated commercial impression was not created and registration apart 
from crest design was denied. 
1.145—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 45 

The composite mark of applicant was its “house mark” and apparently 
a “merchant’s” mark within the definition of Section 45. 


IN RE ATKINSON SHOE CORPORATION 
(Tm. Bd. 9/23/59) 123 USPQ 52 


2.15—REGISTRABILIT Y—GEOGRAPHIC TERMS 

Registration denied where applicant’s mark LONDON WALKERS for 
shoes made in England was likely to engender the same psychological 
reactions and association in the minds of the American public with prior 
registered mark BRITISH WALKERS for same goods. The geographical conno- 
tation of both marks is the same. 


2.22—REGISTRABILITY—PERSONAL NAMES 

Examiner’s second rejection that good will of mark LONDON WALKERS 
MADE BY JOHN WHITE OF ENGLAND would inure to benefit of John White, 
rather than applicant was unsound because John White, a living indi- 
vidual, who made the goods had consented to registration and LONDON 
WALKERS is the merchant’s as distinguished from manufacturer’s mark. 


IN RE HELENE CURTIS INDUSTRIES, INC. 
(Tm. Bd. 9/23/59) 123 USPQ 53 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Registration denied. SHAMPOO PLUS EGG for shampoo with eggs added 
is the descriptive name of applicant’s products and the words do not con- 
stitute a trademark. 


IN RE GRANT AVENUE FASHIONS, INC. 
(Tm. Bd. 9/23/59) 123 USPQ 53 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Registration denied. mr. Z for women’s suits, blouses, skirts, sweaters 
and coats was held likely to be confused with prior registration z TAILORS 
for men’s and ladies’ suits, slacks, overcoats and sport coats. 
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SHULTON, INC. v. SUTTON COSMETICS, INC. 
(Tm. Bd. 9/23/59) 123 USPQ 54 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Marks Products 


SUTTON (Applicant ) Soap and foam bath prepara- 
tion. 


SHULTON’S (Opposer ) Soaps and shaving cream. 


Opposition dismissed. Because of difference of marks and fact that 
parties have sold respective goods under respective marks for over twenty 
years, it was held that without proof of confusion future purchaser con- 
fusion was not likely. 


IN RE THE SOUTHWESTERN PETROLEUM COMPANY, doing business 
as THE ZONE COMPANY 


(Tm. Bd. 9/23/59) 123 USPQ 54 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Registration denied. The Board held HEAvy-DuUTy for roof coating 
was merely descriptive. 
2.26—REGISTRABILITY—SECONDARY MEANING MARKS 

The communications filed by applicant from competitors, dealers and 
third parties were not sufficient to show mark had acquired a secondary 
meaning. 
2.13—REGISTRABILITY—EVIDENCE 

Fact that applicant’s dealers were familiar with applicant’s practice 
and manner in which it marked its goods was not indicative of reaction 


of purchasing public nor was competitors’ association of term with appli- 


cant considered sufficient to show same association by purchasing public. 
4.32—EFFECT OF REGISTRATION—PRIOR ACTS—ACT OF 1920 

Applicant’s prior registration issued under Act of 1920 required 
neither proof of distinctiveness nor use of mark and, therefore, had no 
bearing on registrability under Act of 1946. 
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RUSSELL KELLY OFFICE SERVICE, INC., et al. v. WILLIAMS et al., 
doing business as LUCKY GIRL OFFICE SERVICE 


(Tm. Bd. 9/23/59) 123 USPQ 56 
2.92—-REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Service 
LUCKY GIRLS (Applicant) Supplying office employees. 
and design 


KELLY GIRLS (Opposer ) Providing temporary office help. 


Opposition dismissed. The Board found that the word qaiRLs, the 
common portion of each mark, indicated the service of each party was 
providing female employees and, therefore, held the marks differed suffi- 
ciently in appearance, sound and meaning that no confusion was likely. 


AMCHEM PRODUCTS, INC. v. GEIGY CHEMICAL CORPORATION 


(Tm. Bd 9/23/59) 123 USPQ 56 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
LO-V (Applicant ) Herbicides. 
WEEDONE Lv4 (Opposer ) Weed Killer. 
Lv4 “ “ 


Opposition dismissed. The Board found sufficient differences in sound 
and appearance between the marks where both opposer’s and applicant’s 
marks suggested low volatility and held that there was no likelihood of 
confusion. 


H.D.T. COMPANY FACTORS, INC. v. SINCLAIR, Trustee for 
THE SINCLAIR MANUFACTURING COMPANY 


(Tm. Bd. 9/23/59) 123 USPQ 57 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
CORAL (Applicant ) Household liquid synthetic de- 
tergent. 


BLUE CORAL (Opposer ) Automobile, wood, leather and 
metal polishes and cleaners 
and services connected there- 
with. 
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Opposition dismissed. The Board considered the differences in the 
products of the parties, the circumstances under which they were sold and 
held that there was sufficient difference between the marks, that purchasers 
would not likely assume that products originated with or were in some 
way connected with the same producer. 


THE MAY DEPARTMENT STORES COMPANY v. TEXAS TRUNK COMPANY, INC. 
(Tm. Bd. 9/23/59) 123 USPQ 58 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
AR LITE (Applicant) Hand luggage and trunks. 


ARFLITE (Opposer ) Suitcases, portfolios, pocket- 
books, handbags, trunks. 


Opposition sustained. The Board held that although the marks of the 
parties contained some difference in appearance and significance, they, 
however, were nearly so alike in sound that confusion would be likely 
when marks were applied to competitive goods. 


DOUGLAS CANDY CO. v. DOUGLASS CANDIES 
(Tm. Bd. 9/23/59) 123 USPQ 59 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
DOUGLASS (Applicant) Candy. 
DOUGLAS (Opposer ) Candy. 


Opposition sustained. The Board held that on the record opposer’s 
right in the name DOUGLAS was superior to applicant’s use of DOUGLASS. 


PAK-RAK, INC. 1. UNIVERSAL PAK-RAK INCORPORATED 
(Tm. Bd. 9/23/59) 123 USPQ 59 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
PAK-RAK (Applicant) Adjustable frames for trucks. 


PAKRAK (Opposer ) Cardboard and metal con- 
tainers. 
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Opposition dismissed. The Board held there was nothing in the record 
to indicate that goods of the parties were related in a manner which would 
likely cause purchasers to believe that the goods of the parties emanated 
from the same source. 


JET-PAK, INC. v. UNITED STATES PLYWOOD CORPORATION 
(Tm. Bd. 9/15/59) 123 USPQ 327 


8.10—COURTS—RULES 

Trademark Rule 2.123 (1.282). Applicant on motion for summary 
judgment filed a number of exhibits on notice under Rule 1.282 of which 
only one exhibit constituted evidence under this rule and Board there- 
fore held the other exhibits which had not been identified by any witness 
incompetent as evidence. 

Material must be filed or served as required by the Rule 1.282 in order 
for it to be considered as evidence. 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

On motions for summary judgment the Board held evidence of appli- 
cant cannot be considered unless opposer has been afforded an opportunity 
for rebuttal nor can the proceeding be disposed of without a review of 
opposer’s proof which review cannot be taken by the Board prior to final 
hearing. 


CHICAGO PRINTED STRING COMPANY v. POLAND BROTHERS, INC. 
(Tm. Bd. 11/16/59) 123 USPQ 416 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SNAP-TY (Applicant) Elastic ribbons intended for re- 
taining covers on boxes. 


SNAP-ON RIBBON (Opposer ) Elastic plastic ribbon used for 
wrapping purposes. 


Opposition sustained. sNAP-ON is the salient and distinguishing feature 
of opposer’s mark, since RIBBON is the name of the goods. SNAP-Ty and 
SNAP-ON are substantially similar in both sound and appearance and there 
is likelihood of confusion of purchasers. 
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SERVO CORPORATION OF AMERICA v. ELECTRO-DEVICES, INC. 
(Tm. Bd. 11/18/59) 123 USPQ 417 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SERVOSPEED (Applicant) Electronic motor speed control 
systems for starting, stopping, 
reversing and otherwise regu- 
lating the speed of electric 
motors. 


SERVOSCOPE, SERVOSYNC, (Opposer ) Servomechanisms. 
SERVOFLIGHT, SERVO- 
THERM, SERVOBOARD 
and SERVOGRAPH 


Opposition dismissed. Since SERVO is a common abbreviation of “servo- 
mechanism” and considering the technical nature of the goods, it is con- 
cluded that the marks of the parties would not be likely to cause confusion 
of purchasers. 


SERVO CORPORATION OF AMERICA v. KELSEY-HAYES COMPANY 
(Tm. Bd. 11/18/59) 123 USPQ 418 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SERVOTORQUE (Applicant) Rotary hydraulic actuator. 


SERVO and design (Opposer ) Engineering and consulting ser- 
vices relating to electronics, 
servomechanisms and com- 
puters. 


SERVOSCOPE, SERVOSYNC, (Opposer ) Servomechanisms. 
SERVOFLIGHT, SERVO- 
THERM, SERVOBOARD, 
SERVOMATION, SERVO- 
GRAPH and SERVO- 
MATIC 


Opposition dismissed. Considering the technical nature of the goods 
and the meaning of the term SERVO, it is concluded that there is no such 
resemblance between the marks of the parties as would be likely to cause 
confusion to purchasers. 
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AMERICAN HOME PRODUCTS CORPORATION v. DELMONICO 
FOODS, INC. 


(Com'r 3/10/59) 120 USPQ 487 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
CHEF TONY with draw- (Applicant) Foods including spaghetti sauce 
ing of head of chef and macaroni 
CHEF BOY-AR-DEE (Opposer ) Foods including spaghetti sauce 
CHEF with drawing of and macaroni 
head of chef 


Opposition dismissed. The Commissioner held that the word CHEF 
and drawings or illustrations of the heads of chefs were in widespread use 
on or in connection with food products, therefore, CHEF TONY would not 
be confused with CHEF BOY-AR-DEE. 
3—CANCELLATION PROCEDURE—DAMAGES 
5—CANCELLATION PROCEDURE—EVIDENCE 

The Board found that Examiner had erred in canceling three of 
opposer’s registrations because applicant had failed to offer evidence of 
nonuse of marks and there were no facts in the record from which an 
inference of damage to applicant from opposer’s registrations could be 
drawn. 


5. 
5. 


AERONAUTICAL ELECTRONICS, INC. v. AEROTRON RADIO, CO. 
(Com'r 3/11/59) 120 USPQ 488 


2.83—REGISTRABILITY—CONCURRENT MARKS 
3.6—REGISTRABILITY—INTERFERENCE 

Interference was instituted to determine rights in mark AEROTRON 
for radios. The Commissioner held that concurrent registrations may not 
be authorized where confusion cannot be avoided and that there is no 
authority for issuing a restricted registration to an applicant who has 
established superior rights in a mark. 


2.25—REGISTRABILITY—RIGHT TO REGISTER 
4.1—EFFECT OF REGISTRATION—IN GENERAL 

One primary objective of registration is the creation of a prima facie 
presumption of the exclusive right to use the mark on goods in all com- 
merce lawfully regulated by Congress, however, failure to register does 
not create an estoppel because cf laches as neither statutory nor common 
law requires a trademark user to register his marks. 
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CHESEBROUGH-POND’S INC. v. HARITON 
(Com'r 3/11/59) 120 USPQ 489 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
ANGEL TOUCH (Applicant ) Household deodorant sprays 


ANGEL SKIN (Opposer ) 
ANGEL FACE 

ANGEL’S BREATH 

BLUE ANGEL 

ANGEL LIPS Cosmetics 
ANGEL HAND 

ANGEL SOFT 

ANGEL LIQUID 

ANGEL SMOOTH 

ANGEL TOUCH 

ANGEL CARE 

ANGEL CLEAN 

ANGEL PROMISE 

ANGEL KISS 


Opposition dismissed. The Commissioner held ‘that the record con- 
tained no facts from which it could be deduced that purchasers of ANGEL 
ToucH household deodorant or air refresher, are likely to think of ANGEL 
TOUCH, ANGEL FACE, ANGEL SKIN or any other ANGEL cosmetic or to associate 
the products and assume they have a common origin. 


IN RE UNITED STATES PLYWOOD CORPORATION 
(Com'r 8/4/59) 122 USPQ 391 


3.2—REGISTRATION PROCEDURE—EXAMINATION 

One applicant is not entitled to be heard in connection with ex parte 
prosecution of another’s application, either before, during or after adverse 
proceeding in which the two applications may be involved. 





